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Court of Appeals of the District of Columbia 


No. 5748. 

American Cable Company, Inc., and Arthur J. Briggs, 

Appellants, 


John A. Roebling’s Sons Company, Charles C. Sunder¬ 
land, American Steel & Wire Compan^ et al. 

1 

a Supreme Court of the District of Columbia. 

Equity. No. 54071. I 

I 

I 

American Cable Company, Inc., and ArthtIr J. Briggs, 
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vs. 

John A. Roebling's Sons Company, Charles; C. Sunder¬ 
land, American Steel & Wire Company, Alber^; S. Rairden, 
American Brass Company, John C. Damon, pnd Thomas 
E. Robertson, United States Commissioner j of Patents, 
Defendants. j 

United States of America, j 

District of Columbia , ss: j 

Be it remembered, That in the Supreme Courj; of the Dis¬ 
trict of Columbia, at the City of Washington, in shid District, 
at the times hereinafter mentioned, the following papers 
were filed and proceedings had in the above-en 
to wit: 


titled cause, 
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1 Bill. 

Filed February 29, 1932. 

Supreme Court, District of Columbia. 

Equity. No. 54071. 

American Cable Company, Inc., and Arthur J. Briggs, 

Plaintiffs, 

against 

John A. Roebling's Sons Company, Charles C. Sunder¬ 
land, American Steel & Wire Company, Albert S. Rairden, 
American Brass Company, John C. Damon, and Thomas 
E. Robertson, United States Commissioner of Patents, 
Defendants. 

Complaint Under Section 4915 of the Revised Statute- to 

Secure Patent. 

To-the Honorable the Judges of the Supreme Court of the 
District of Columbia: 

The Plaintiffs complaining of the Defendants allege: 

I. That the Plaintiff, American Cable Company, Inc., is 
a corporation organized under the laws of the State of Dela¬ 
ware, and is a resident, inhabitant, and citizen of the said 
State of Delaware, and of the District of Delaware, and 
the Plaintiff, Arthur J. Briggs, is a resident, inhabitant and 
citizen of the State of New York and of the Northern Dis¬ 
trict of said State. 

II. That the defendant John A. Roebling’s Sons Company 
is a corporation organized under the laws of the State of 
New Jersey and is a resident, inhabitant, and citizen of said 
State and of the District of New Jersey; the Defendant 
Charles C. Sunderland is a resident, inhabitant, and citizen 
of the said State and District of New Jersey; the Defend¬ 
ant American Steel & Wire Company is a corporation 

2 organized under the laws of the State of New Jersey 
and is a resident, inhabitant, and citizen of the State 

and District of New Jersey; the Defendant Albert S. Rair- 
den is a resident, inhabitant, and citizen of the State and 
District of New Jersey; the Defendant American Brass Com- 
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pany is a corporation organized under the laVs of the State 
of Connecticut and is a resident, inhabitant,land citizen of 
the State and District of Connecticut; ^he Defendant 
Thomas E. Robertson is the United States Cojmmissioner of 
Patents and is a resident and inhabitant of the District of 
Columbia, and, as Plaintiffs are informed ai^d believe, the 
Defendant John C. Damon is a resident, inhabitant, and citi¬ 
zen of the State and District of Massachusetts. 

III. That this is a suit in Equity brought pursuant to the 
provision of Section 4915 of the Revised Statutes of the 
United States as amended for a decree adjudging that the 
Plaintiff Arthur J. Briggs is entitled, according to law, to 
receive a patent for a certain invention and certain inven¬ 
tions as hereinafter set forth, and also authorising the Com¬ 
missioner of Patents to issue such patent on compliance by 
the said Plaintiff Arthur J. Briggs with the cpndition pre¬ 
scribed in the said Section 4915 as amended. 

IV. That the value of the matter in controversy is in ex¬ 
cess of Three Thousand Dollars ($3,000). 

V. That now and heretofore, namely, prior to the second 
day of May, 1925, the Plaintiff Arthur J. Briggfs is and was 
the original, first, and sole inventor of certain ijiew and use¬ 
ful improvements in Stranded Wire Structure afid Machines 
for and Processes of Producing the Same not known or used 

by others in this country prior to his invention or dis- 
3 covery thereof and not patented or described in a 
printed publication in this or any foreign country 
prior to his said invention or discovery thereof pr more than 
two years prior to his application for patent therefor here¬ 
inafter referred to, and not in public use or on} sale in this 
country prior to his invention or discovery thereof or more 
than two years prior to his application for letters patent 
therefor, as hereinafter set forth, and for whicl^ inventions 
no application for letters patent had been filed bjf him or his 
legal representatives or assigns in any foreign country more 
than twelve months prior to his said application for letters 
patent, and which said inventions had not thei and have 
not since been abandoned. 

VI. That being the original, first, and sole inventor of the 
said inventions and being entitled to letters patent there¬ 
for, the said Plaintiff Arthur J. Briggs on or about the sec¬ 
ond day of May, 1925, duly filed in the United States Patent 
Office an application for letters patent on said inventions, 
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said application complying in all respects with the require¬ 
ments of law in such cases made and provided; that the said 
application was numbered 27,365; that thereafter and on or 
about the tenth day of October, 1929, after due proceedings 
had, the Defendant Commissioner of Patents adjudged that 
the invention of said Stranded Wire Structure in part in¬ 
terfered with certain claims of other applications for letters 
patent then pending in the United States Patent Office, 
namelv: 

An application for patent of the Defendant Charles C. 
Sunderland, Ser. No. 210,233, filed August 3,1927, for ‘‘Rope 
Making Machine”; 

An application for patent of the Defendant Albert S. 
Rairden, Ser. No. 204,916, filed July 11, 1927, for “Manu¬ 
facture of Dead-Lav Wire Rope”; 

4 An application for patent of the Defendant John 

C. Damon, Ser. No. 292,626, filed July 14, 1928, for 
“Machine for Making Wire Cable,” 

the said Interference being designated and known as Inter¬ 
ference No. 58,312; that the subject-matter of the said In¬ 
terference No. 58,312 was defined by the Defendant Com¬ 
missioner of Patents in a single interference count, which 
corresponded in all respects with a certain claim No. 45 of 
said Briggs Application Ser. No. 27,365 and which said 
count was as follows: 

“Count 1. A stranded wire structure composed of wire 
components laid in helical relation around the longitudinal 
axis of the composite structure, said structure having the 
physical characteristics resulting from the process of forc¬ 
ing the unformed components through means adapted to 
form them into helices, at the same time permitting rela¬ 
tive rotation as between the unformed portion and the 
emergent helix on the one hand, and the forming means 
operating on it on the other, the extent of said rotation 
being approximately one turn for every convolution of 
the emergent helix, and laying the helically formed por¬ 
tions on a core to compose the structure, as the helically 
formed portions emerge from the forming means.” 

That the Defendant Commissioner of Patents also on or 
about the 11th day of October 1929, adjudged that the in- 
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ventions of said machine and process described and claimed 
in said Application Ser. No. 27,365 in part ^interfered with 
the said applications of— 

John C. Damon, Ser. No. 292,626, filed July 14, 1928, 
for * 4 Machine for Making Wire Cab^e,” and 

5 Albert S. Rairden, Ser. No. 204,916; filed July 11, 

1927, for “Manufacture of Dead-Lay ^Wire Rope” 

l 

said Interference being designated and knovjn as Interfer¬ 
ence No. 58,313; that the subject-matter of t|he said Inter¬ 
ference No. 58,313 was defined by the Defendant Commis¬ 
sioner of Patents in two interference county which corre- 

i 

sponded in all respects with certain Claims Ifos. 38 and 49 
of said Briggs Application Ser. No. 27,365 aifid which said 
counts were as follows: 

i 

i 

^ Count 1. The process of fabricating stranded wire 
structure of the type characterized in that eacp helical com¬ 
ponent thereof is permanently set to the f<|)rm which it 
possesses in the structure, which comprises fcjrcing the un¬ 
formed components through means adapted tjo form them 
into helices, at the same time permitting relative rotation 
as between the unformed portion and the emergent helix 
on the one hand and the forming means operating on it on 
the other, the extent of said rotation being approximately 
one turn for every convolution of the emergent helix, and 
laying the helically formed portions on a core, to form the 
finished structure, as the said helically fornied portions 
emerge from the forming means. 

“Count 2. A machine for fabricating a stranded wire 
structure of the type composed of wire components laid 
in helical relation around a longitudinal axip, said ma¬ 
chine being characterized by means to shape the unformed 
stock components into the helical form- they ar^ to possess 
in the composite structure, means to feed said stock com¬ 
ponents through said helix-forming meanp while per- 

6 mitting relative rotation as between th^ unformed 
portion and the emergent helix on the onje hand and 

the forming means on the other, the extent of shid rotation 
being approximately one turn for every convolution of the 
emergent helix, and means to lay said helically farmed por¬ 
tions on a core to compose the structure as th^ said heli¬ 
cally formed portions emerge from the forming Imeans.” 
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VII. That the said counts of said Interference Nos. 58,312 
and 58,313 corresponded in all respects to claims in the said 
Briggs Application Ser. No. 27,365, and the said counts were 
duly filed by the Defendants Charles C. Sunderland, Albert 
S. Rairden, and John C. Damon in their respective applica¬ 
tions hereinbefore mentioned and became a part of said 
applications. 

VIII. That thereafter and pursuant to the rules and regu¬ 
lations of the Patent Office, the Plaintiff Arthur J. Briggs 
and also the Defendants Charles C. Sunderland, Albert S. 
Rairden, and John C. Damon filed Preliminary Statements 
in said Interferences, from which said Preliminary State¬ 
ments it appeared that Defendant John C. Damon and De¬ 
fendant Albert S. Rairden conceived the invention of Counts 
1 and 2 of said Interference No. 58,313 and also of the Count 
of Interference No. 58,312 subsequently to the date of filing 
of Application Ser. No. 27,365 by the Plaintiff Arthur J. 
Briggs, and thereupon on or about December 17,1929 notices 
were given by the Patent Office to said John C. Damon and 
Albert S. Rairden in each of said Interferences that judg¬ 
ment on the record would be rendered against them unless 
they should within thirty (30) days after said notice show 
good and sufficient cause why such action should not be 

taken. 

7 IX. That thereafter and on or about the 24th day 

of January, 1930, the Defendant Albert S. Rairden 
made application to the Patent Office by Motion for dissolu¬ 
tion of said Interference No. 58,312 on the ground that the 
said count of said Interference was not patentable and on 
other grounds set forth in said application. 

X. That on or about the said 24th day of January, 1930, 
the defendant Albert S. Rairden also made application to the 
Patent Office by motion for dissolution of said Interference 
No. 58,313 on the ground that the issues of said Interference 
defined in the two counts thereof were not patentable and on 
other grounds set forth in said application. 

XI. That thereafter and on or about the 14th day of 
February, 1930, Defendant Charles C. Sunderland, made 
application to the Patent Office by motion for dissolution 
of the said Interference No. 58,312 on the ground that the 
issue of said Interference was not patentable and on other 
grounds set forth in said application for dissolution. 

XII. That thereafter and on or about the 16th day of 
February, 1930, the Plaintiff Arthur J. Briggs filed in the 
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Patent Office an amendment to his said Application Ser. No. 
27,365 requesting that certain claims numbered consecu¬ 
tively from 66-81, both inclusive, be added to his said appli¬ 
cation; also on or about said 16th day of February, 1930, 
the Plaintiff Arthur J. Briggs made application by motion 
in said Interference No. 58,312 for the addition to said 
Interference of certain Counts numbered consecutively from 
2-25, both inclusive, said Counts corresponding in all re¬ 
spects to claims of the said Briggs Application Ser. 
8 No. 27,365 according to the following schedule: 


Counts. 

2.. 

3.. 

4.. 

5.. 

6.. 

7.. 

8 .. 

9.. 

10 .. 

11 .. 

12 .. 

13.. 

14.. 

15.. 
16. . 

17.. 

18.. 

19.. 

20 .. 

21 .. 

22 .. 

23.. 

24.. 

25.. 


Claimsl in Briggs’ 
application. 


t7 
>6 
58 
60 
>6 
17 

38 

39 

4 ° 

<j>i 

$8 

I 


which said counts read as follows: 

“Count 2. A stranded wire structure characterized by 
wire components each of which has been p ermanently 
9 set to the form which it possesses in the structure by 
the process of imparting to a plurality of the un¬ 
formed components a planetary motion about j a common 
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axis of revolution, at the same time drawing the said com¬ 
ponents through means adapted to form them into helices; 
and laying said helically formed portions on a core. 

“ Count 3. A wire rope composed of strands laid in helical 
relation around the longitudinal axis of the rope, said rope 
having the physical characteristics resulting from the pro¬ 
cess of forcing strands through means adapted to form them 
into helices, at the same time permitting relative rotation 
as between the unformed portion of each strand and the 
emergent helix thereof on the one hand and the forming 
means on the other, the extent of said rotation being approxi- 
• mately one turn for every convolution of the emergent helix, 
and laying the helically formed portions on a core to com¬ 
pose the rope as the helically formed portions emerge from 
the forming means. 

“Count 4. A wire rope characterized by strand com¬ 
ponents each of which, including its component wires, has 
been permanently set to the form which it possesses in the 
rope by the process of imparting to a plurality of the un¬ 
formed strands a planetary motion about the common axis 
of revolution, at the same time drawing the said strands 
through means adapted to form them into helices and lay¬ 
ing said helically formed portions on a core. 

10 “Count 5. An inert-lay wire rope composed of 
strands and wires circular in cross-section, said 
rope having the physical characteristics resulting from the 
process of forcing the strands concurrently through means 
adapted to form them into helices and at the same time per¬ 
mitting relative rotation as between the unformed portion 
of each strand and the emergent helix on the one hand and 
the forming means on the other, and, by means of a planet¬ 
ary motion, laying the formed helices concurrently on a 
core to constitute the said rope. 

“Count 6. A stranded wire structure composed of wire 
components laid in helical relation around the longitudinal 
axis of the composite structure, said structure having the 
physical characteristics resulting from the process of forc¬ 
ing the unformed components through means adapted to 
form them into helices, at the same time permitting relative 
rotation as between the unformed portion of each compo¬ 
nent on the one hand and the forming means on the other, 
and laying the helically formed components on a core. 

“Count 7. A stranded wire structure characterized by 
wire components set to a helical form by the process of im- 
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parting to a plurality of the unformed components a plan¬ 
etary motion about a common axis of revolution, at the 
same time drawing the said components through means 
adapted to form them into helices, and laying said helically 
formed portions on a core. 

“Count 8. The process of fabricating stranded wire 
structure of the type characterized in ^hat each heli- 

11 cal component thereof is permanently s^t to the form 
which it possesses in the structure, whfch comprises 

forcing the unformed components through n^eans adapted 
to form them into helices, at the same tii4e permitting 
relative rotation as between the unformed portion and the 
emergent helix on the one hand and the forming means 
operating on it on the other, the extent of paid rotation 
being approximately one turn for every convolution of the 
emergent helix, and laying the helically forme<jl portions on 
a core to form the finished structure, as the £aid helically 
formed portions emerge from the forming me^ns. 

“Count 9. The process of fabricating stranded wire 
structure of the type characterized in that each helical com¬ 
ponent thereof is permanently set to the form [which it pos¬ 
sesses in the structure, which comprises forcing the un¬ 
formed components through means adapted to form them 
into helices, at the same time permitting relative rotation 
as between the unformed portion of each component and 
the emergent helix on the one hand and the forming means t 
operating on it on the other, the extent of said rotation 
being approximately one turn for every convolution of the 
emergent helix, and by means of a planetary nation of the 
emergent helically formed portions laying them on a core to 
form the finished structure. 

“Count 10. The process of fabricating stranded wire 
structure of the type characterized in that each helical com¬ 
ponent thereof is permanently set for the fofm which it 
possesses in the structure, which comprises [forcing the 
unformed components through means adapted to form 
them into helices, at the same time causing the un- 

12 formed portions of said components anjl the emer¬ 
gent helical portions to remain in approximately the 

same angular position with respect to each oth^r, and pro¬ 
ducing relative rotation as between said unformed portions 
and emergent helical portions on the one hapd and the 

2—5748a 
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forming means on the other, and by means of a planetary 
motion of the helically formed portions laying them on a 
core to constitute the finished structure. 

“Count 11. The process of fabricating wire rope of the 
type characterized in that the wires of each strand are per¬ 
manently set to the form which they possess in the rope, 
which comprises forcing the unformed strands concur¬ 
rently through means adapted to form them into helices, at 
the same time permitting relative rotation as between the 
unformed portion and the emergent helix of each strand 
on the one hand and the forming means operating on the 
strand on the other, the extent of said rotation being ap¬ 
proximately one turn for every convolution of the emergent 
helix, and laying the helically formed strands concurrently 
on a core to form the rope as the said helically formed por¬ 
tions emerge from the forming means. 

“Count 12. The process of making stranded wire struc¬ 
ture, which comprises imparting to a plurality of the un¬ 
formed components a planetary motion about a common 
axis of revolution, at the same time drawing the said com¬ 
ponents through means adapted to form them into helices, 
and laying said helical portions on a core. 

“Count 13. A machine for fabricating a stranded wire 
structure of the type composed of wire components laid in 
helical relation around a longitudinal axis, said machine 
being characterized by means to shape the unformed stock 
components into the helical form they are to possess in the 
composite structure, and means to feed said stock 
13 components through said helix-forming means while 
permitting relative rotation as between the un¬ 
formed portion and the emergent helix on the one hand 
and the forming means on the other, the extent of said 
rotation being approximately one turn for every convolu¬ 
tion of the emergent helix, and to lay said helically formed 
portions on a core to compose the structure as the said 
helically formed portions emerge from the forming means. 

“Count 14. A machine for fabricating stranded wire 
structure of the type composed of a plurality of wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a plurality of bending devices 
adapted to bend into permanent helical form wires passing 
there-through while said bending devices and said wires 
are rotating relatively to each other approximately one full 
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turn to each convolution of the helix, mechanism for forc¬ 
ing said wires through said bending devices, and mecha¬ 
nism for causing said relative rotation. 

“Count 15. A machine for fabricating stranded wire 
structure of the type composed of a plurality of wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a plurality of binding devices 
adapted to bend into permanent helical form] wires passing 
therethrough, while said bending devices and |said wires are 
rotating relatively to each other approximately one full 
turn to each convolution of the helix, mechanism for forc¬ 
ing the said wires through said bending devices, and mech¬ 
anism for causing said relative rotation and ^or imparting 
a planetary motion to the helically formed portions emerg¬ 
ing from said bending devices for laying the ! said helically 
formed portions into the completed structure. 

14 “Count 16. A machine for fabricating stranded 
wire structure of the type composed df a plurality 
of wire components laid in helical relation ardund a longi¬ 
tudinal axis, said machine comprising a plurality of bend¬ 
ing devices adapted to bend into permanent helical form 
wires passing therethrough, while said bending devices and 
said wires are rotating relatively to each ot]ier approxi¬ 
mately one full turn to each convolution of the helix, mech¬ 
anism for forcing said wires through said bending devices, 
and means for causing said relative rotation ajnd for caus¬ 
ing the unformed portions of said components and the 
emergent helical portions to remain in the same angular 
position with respect to each other and for imparting a 
planetary motion to the said emergent helical! portions to 
lay them in the completed structure. 

“Count 17. A machine for fabricating stranded wire 
structure of the type composed of a plurality <)f wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a rota-bly mounted fijame, a plu¬ 
rality of helix-forming dies mounted to revolv^ with said 
frame, wire supply carriers each of which is (mounted in 
said frame for rotation on a primary axis for the delivery 
of wire and on a secondary axis approximately at right 
angles thereto, mechanism for drawing wire j from said 
carriers concurrently through said dies and Whence into 
converging relation, said mechanism being adapted to take 
up the said finished structure without rotating the same on 
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its longitudinal axis, and means operating to so control 
the angular position of each of said carriers on its said 
secondary axis as to cause relative rotation in opposite 
direction between each of said dies and the wire 

15 component upon which it is acting, said relative rota¬ 
tion amounting to approximately one turn of each 

component for each revolution of the die acting thereon. 

“Count 18. A machine for fabricating stranded wire 
structure of the type composed of a plurality of wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a rotatably mounted frame, wire 
supply carriers each of which is mounted in said frame, for 
rotation when delivering wire, on an axis lying in a plane 
substantially normal to the axis of rotation of the frame 
and each of which is also mounted rotatably in the frame 
on a secondary axis substantially normal to said plane, a 
plurality of helix forming dies mounted to revolve with 
said frame, mechanism for drawing wire from said carriers 
concurrently through said dies and thence into converging 
relation, said mechanism being adapted to take up the said 
finished structure without rotating the same on its longi¬ 
tudinal axis, and means for so controlling the angular posi¬ 
tion of each of said carriers on its secondary axis as to 
cause such carrier to rotate on said secondary axis rela¬ 
tively to its corresponding die in a direction opposite to the 
direction of revolution of said die and to an extent approxi¬ 
mating one such opposite rotation of the carrier to each 
full turn of the die. 

“Count 19. A machine for fabricating stranded wire 
structure of the type composed of a plurality of wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a rotatably mounted frame, a 
plurality of helix-forming dies mounted to revolve with 
said frame, wire supply carriers each of which is mounted 
eccentrically in said frame for rotation on a primary axis 
for the delivery of wire and on a secondary axis ap- 

16 proximately at right angles to said primary axis, 
mechanism for drawing wire from said carriers con¬ 
currently through said dies and thence into converging re¬ 
lation, said mechanism being adapted to take up the said 
finished structure without * rotating the same on its longi¬ 
tudinal axis, and means operating to so control the angular 
position of each of said carriers on its said secondary axis 
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as to cause relative rotation in opposite directions between 
each of said dies and the wire component upon which it is 
acting, said relative rotation amounting to approximately 
one turn of each component for each revolution of the die 
acting thereon. 


“Count 20. A machine for fabricating stranded wire 
structure of the type composed of a plurality of wire com¬ 
ponents laid in helical relation around a longitudinal axis, 
said machine comprising a rotatably mountcjd frame, "wire 
supply carriers each of which is mounted eccentrically in 
said frame, for rotation when delivering wire, on an axis 
lying in a plane substantially normal to the axis of rotation 
of the frame and each of which is also mounted rotatably 
in the frame on a secondary axis substantially normal to 
said plane, a plurality of helix-forming dies mounted to 
revolve with said frame, mechanism for drawing wire from 
said carriers concurrently through said dieis and thence 
into converging relation, said mechanism being adapted to 
take up the said finished structure without! rotating the 
same on its longitudinal axis, and means for ^o controlling 
the angular position of each of said carriers bn its second¬ 
ary axis as to cause such carrier to rotate on siid secondary 
axis relatively to its corresponding die in a direction op¬ 
posite the direction of revolution of said die ;pd to an ex¬ 
tent approximating one such opposite rotation of the 
17 carrier to each full turn of the die. I 

“Count 21. A wire strand or rope making machine 
having in combination a plurality of spools, a spool frame 
for supporting the spools, a transmission gear for imparting 
a reverse rotation to the spools and a formed for impart¬ 
ing to the w’ires before being laid a helical shajpe. 

“Count 22. A machine for fabricating a stjranded wire 
structure of the type composed of wire component's laid 
in helical relation around a longitudinal axis, ^aid machine 
being characterized by means to shape the uniformed stock 
components into helices, means to feed said stock com¬ 
ponents to said helix-forming means while permitting rela¬ 
tive rotation as between the unformed portion of each 
component and the forming means, and mean^ to lay said 
helically formed portions around the axis of the composite 
structure as they emerge from the forming mehns. 

“Count 23. A stranded wire structure composed of 
stress-free components laid in helical irelatioln around a 
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core of the composite structure, said structure having the 
physical characteristics resulting from the process of forc¬ 
ing the unformed components through means adapted to 
form them into helices of the dimensions possessed by said 
components when laid into said structure, at the same time 
permitting relative rotation as between the unformed por¬ 
tions of each component on the one hand and the forming 
means on the other, such relative rotation being such as to 
avoid substantial twisting of said components on their axis, 
and laying the helically formed components on the said 
core. 

“Count 24. A machine for fabricating stranded wire 
structure of the type composed of multiple stress-free com¬ 
ponents laid in helical relation around a core, said 
18 machine comprising a rotatable frame, a plurality 
of bending devices mounted eccentrically in said 
frame and adapted to bend said components as they pass 
therethrough into the permanent helical form which they 
are to possess in the structure while said bending devices 
and said components are rotating relatively to each other, 
mechanism for forcing the said components through said 
bending devices, and mechanism for causing said relative 
rotation and for imparting a planetary motion to the 
helically formed portions emerging from said bending de¬ 
vices for laying the said helically formed portions into 
the completed structure. 

“Count 25. A process of fabricating stranded wire 
structure of the type comprising a core and multiple stress- 
free helical components laid thereon, which comprises forc¬ 
ing the unformed components through means adapted to 
form them into helices of the dimensions which they pos¬ 
sess in the structure, at the same time permitting relative 
rotation as between the unformed portion and the emergent 
helix on the one hand and the forming means operating on 
it on the other, said relative rotation being sufficient to 
avoid substantial twisting of said components, and laying 
the helically formed portions on the said core as the said 
helically formed portions emerge from the forming 
means. ’ ’ 

That on or about the said 16th day of February, 1930, the 
Plaintiff Arthur J. Briggs made application in the Pat¬ 
ent Office by motion in said Interference No. 58,312 for an 
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order consolidating said Interference No. 58J313 with said 
Interference No. 58,312. j 

XIII. That the said Motion of the Plaintiff Arthur J. 
Briggs to Add Counts to said Interference NjO. 58,312, the 
said Motion of the Plaintiff Arthur J. Briggs |o consolidate 

said Interference No. 58,313 with saidi Interference 

19 No. 58,312, the said Motion by the Defendant 

Charles C. Sunderland to dissolve th^ said Inter¬ 
ference No. 58,312, the said Motions of tlje Defendant 
Albert S. Rairden to dissolve said Interferences Nos. 
58,312 and 58,313, all came duly on to be heajrd before an 
Acting Examiner of Interferences of the Patent Office duly 
authorized by the Defendant Commissioner of Patents in 
accordance with law and the rules and regulations of the 
Patent Office to hear and determine said Motions, on the 
6th day of June, 1930; that on said hearing Plaintiff Arthur 
J. Briggs withdrew from his application to afid counts to 
Interference No. 58,312, Counts Nos. 4, 9,10, 11, 18, and 19, 
the reason for said withdrawal being that tl^ey unneces¬ 
sarily increased the number of counts requisite to cover 
the inventions of the applications involved ip said Inter¬ 
ference. j 

XIV. That thereafter and on or about the 13th day of 

August, 1930, said Acting Examiner of Interferences ren¬ 
dered a decision whereby he granted the Motions of the 
Defendant Charles C. Sunderland and of thq Defendant 
Albert S. Rairden to dissolve the said Interference No. 
58,312 and denied the Motion of the Plaintiff Arthur J. 
Briggs to add to said Interference No. 58,312| the counts 
hereinbefore referred to as Counts Nos. 2-^5, both in¬ 
clusive, except as to Counts 19, 20, and 24, as to which said 
counts the Plaintiff Arthur J. Briggs application to add 
counts was granted; that the granting of said Motion as to 
said Count 19 was inadvertent by reason of tlje fact that 
it had been previously withdrawn therefrom as herein¬ 
before stated. I 

XV. That also on or about the said 13th day of August, 
1930, said Acting Examiner of Interferences granted the 
application of the Defendant Albert S. Rairden,to dissolve 

the said Interference No. 58,313 and denied the ap- 

20 plication of the Plaintiff Arthur J. Brings to con¬ 

solidate said Interference No. 58,313 with said In¬ 
terference No. 58,312. 1 
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XVI. That thereafter and on or about the 3rd day of 
November, 1930, the Plaintiff Arthur J. Briggs made ap¬ 
plication to an Examiner of Interferences of the Patent 
Office for a rehearing of his said Motion to Add Counts to 
said Interference No. 58,312 and of the said Motions of 
the Defendants, Charles C. Sunderland and Albert S. 
Rairden to dissolve the said Interference No. 58,312 in so 
far as the decision of the Acting Examiner of Interferences 
dissolved the said Interference as to Count 1 and denied 
the application of the Plaintiff Arthur J. Briggs to add 
thereto Counts 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 
23 and 25. At the same time the Plaintiff Arthur J. Briggs 
also applied to the Examiner of Interferences for a re¬ 
hearing of his Motion to Consolidate said Interference No. 
58,313, with said Interference No. 58,312 and of said Mo¬ 
tion of Defendant Albert S. Rairden to dissolve said In¬ 
terference No. 58,313; that the said Examiner of Inter¬ 
ferences being duly authorized by the Defendant Com¬ 
missioner of Patents according to law and according to the 
rules and regulations of the Patent Office, granted said 
applications for rehearing on said Motions; and said re¬ 
hearing having duly taken place on or about the 26th day 
of January, 1931, the said Examiner of Interferences be¬ 
ing duly authorized by the Defendant Commissioner of 
Patents according to law and according to the rules and 
regulations of the Patent Office, rendered decisions on or 
about the 13th day of February, 1931, denying the Motion 
of the Plaintiff Arthur J. Briggs to Add the said Count 
No. 19 but otherwise affirming the said decisions of the 
said Acting Examiner of Interferences. 

21 XVII. That thereafter and on or about March 4, 
1931 the Plaintiff Arthur J. Briggs filed appeals 
from the above-mentioned decisions of the Acting Ex¬ 
aminer of Interferences and the Examiner of Interferences 
to the Board of Appeals of the Patent Office, and said ap¬ 
peals coming on to be heard on the 17th day of July, 1931, 
the said Board of Appeals, under authority of the Defend¬ 
ant Commissioner of Patents and pursuant to law and the 
rules and regulations of the Patent Office, by decisions of 
September 15, 1931, affirmed the decisions of the said Ex¬ 
aminer of Interferences holding all of the said Counts 1, 
2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 23, and 25 of In- 
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terference No. 58,312 and Counts 1 and 2 o^ Interference 
No. 58,313 unpatentable, on the ground that they defined 
no invention over certain prior patents spjecified in the 
said decisions of the said Board. 

XVIII. That thereafter and pursuant to j the rules of 
practice, regulations, and methods of procedure of the 
Patent Office, the said application of the Plajintiff Briggs, 
Ser. No. 27,365, was remanded by the said IjBoard of Ap¬ 
peals to the Primary Examiner of the Patent Office in 
charge of Division 21 thereof, who had jurisdiction of the 
said application, and thereafter and on November 6, 1931 
the said Primary Examiner by authority of 'the Commis¬ 
sioner of Patents declared that, pursuant to the said de¬ 
cision of the Board of Appeals, the said Interference 


#58,312 was dissolved as to the single com# involved in 
it, and redeclared the said Interference as [between the 
Plaintiff Briggs and the Defendant Sunderland with two 
new counts, Nos. 1 and 2, which are in all respects similar 
to Counts 20 and 24, which were held patentable, as herein¬ 
before set forth, by the Acting Examiner of Interferences; 

' that said dissolution as to Count 1 ^nd said re- 
22 declaration of interference without including therein 
the said Counts 1, 2, 3, 5, 6, 7, 8, 12,13,14, 15,16,17, 
21, 22, 23, and 25, constituted a refusal by tjie Commis¬ 
sioner of Patents to grant to the Plaintiffs a patent con¬ 
taining the same or covering the inventions defined therein 
or disclosed in said application. 

XIX. That— j 

By instrument dated April 22, 1925 and recorded in the 
United States Patent Office May 2, 1925, in Liber W-123, 
Page 571, of “Transfers of Patents ,’ 9 the Plaintiff Arthur 
J. Briggs assigned to the Plaintiff American Cable Com¬ 
pany, Inc., the entire right, title and interest inj and to his 
application Ser. No. 27,365, and any letters patent that 
might issue thereon; j 

By instrument dated August 2, 1927 and recorded in the 
United States Patent Office August 3, 1927, in Liber L-131, 
Page 498, of “Transfers of Patents,” the Defendant 
Charles C. Sunderland assigned to the Defendaiid John A. 
Roebling’s Sons Company, the entire right, title, and in- 
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terest in and to his application Ser. No. 210,233, and any 
letters patent that might issue thereon; 

By instrument dated July 11, 1928 and recorded in the 
United States Patent Office July 14, 1928, in Liber F-135, 
Page 315, of “Transfers of Patents/* the Defendant John 
C. Damon assigned to the Defendant American Brass Com¬ 
pany the entire right, title, and interest in and to his appli¬ 
cation Ser. No. 292,626, and any letters patent that might 
issue thereon; and 

As the Plaintiffs are informed and believe, by instru¬ 
ment heretofore duly executed and delivered, the Defend¬ 
ant Albert S. Rairden assigned to the Defendant American 
Steel & Wire Company, the entire right, title and interest 
in and to his application Ser. No. 204,916, and any letters 
patent that might issue thereon. 

XX. That the Plaintiffs hereby offer to produce said 
assignments and also the entire records of the said Inter¬ 
ferences and of the prosecution of the said applications of 
the Plaintiff Arthur J. Briggs and of the Defendants 
Charles C. Sunderland, Albert S. Rairden, and John C. 

Damon, or duly authenticated copies thereof. 

23 XXI. That the Defendant Commissioner of Pat¬ 
ents has refused to enter in the record of the said 
Briggs Application Ser. No. 27,365 claims corresponding 
to Counts, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 23, 
and 25 or any of them. 

XXII. That the inventions defined by the said Counts 
1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 23, and 25 of 
said Interference No. 58,312 and Counts 1 and 2 of said 
Interference No. 58,313 constituted patentable subject- 
matter within the purview of the laws and statutes of the 
United States and were and are fully disclosed in the speci¬ 
fication and drawings of ?the ; said Application Ser. No. 27,365; 
that the said Plaintiff Arthur J. Briggs believes himself 
to have been the original, first, and sole inventor of the 
invention and inventions claimed in the said counts and 
described in the said Application Ser. No. 27,365; that he 
does not know and does not believe that the said inventions 
were ever known or used before his invention or discovery 
thereof or patented or described in any printed publication 
in any country before his invention or discovery thereof 
or more than two years prior to the filing of his said Appli¬ 
cation Ser. No. 27,365 or in public use or on sale in the 
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United States more than two years prior to said filing; 
that none of the said inventions had been patented in any 
country foreign to the United States on ian application 
filed by him or his legal representatives or assigns more 
than twelve months prior to the filing of hi^ said applica¬ 
tion; that the said inventions were diligently reduced to 
practise by him prior to the filing of said application, and 
none of said inventions have been abandoned by him. 

XXIII. That the inventions and invention defined by 
the said Counts Nos. 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 
24 16, 17, 21, 22, 23, and 25 of said Interference No. 

58,312 and of Counts 1 and 2 of said Interference 
No. 58,313, and also all other inventions described in said 
application of the Plaintiff Arthur J. Briggs and also de¬ 
scribed in the said applications of the Defendants Charles 
C. Sunderland, Albert S. Rairden, and Johjn C. Damon, 
and all other inventions common to said Briggs Application 
and the said Applications of Charles C. Sunderland, Albert 
S. Rairden, and John C. Damon, were in public use and on 
sale in the United States more than two year$ prior to the 
filing of said application of Defendant Charles C. Sunder¬ 
land and also of the applications of the Defendants Albert 
S. Rairden and John C. Damon, and therefore neither of 
said Defendants Charles C. Sunderland, Albert S. Rairden 
or John C. Damon or their assigns hereinbefore set forth 
is entitled to letters patent covering said inventions or any 
of them. 

XXIY. That by reason of the facts herein set forth a 
patent to the Plaintiff Arthur J. Briggs which would con¬ 


tain claims similar to 

Counts 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 1?, 21, 22, 23, 
and 25 of Interference No. 58,312, | 

and 

Counts 1 and 2 of Interference No. 58,313J above set 
forth has been refused by the Defendant Comnjiissioner of 
Patents and has furthermore been illegally and [improperly 
refused. 

XXV. That as the Plaintiffs are informed a^nd believe, 
there are no other adverse parties hereto than tjhe Defend¬ 
ants above named. 
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XXVI. That no appeal has been taken to the Court of 
Customs and Patent Appeals from the said decision 
25 of the Board of Appeals of the United States Patent 
Office affirming the said decisions of the Acting Ex¬ 
aminer of Interferences and the Examiner of Interfer¬ 
ences, and the time provided by law for such appeal has 
expired. 

Wherefore Plaintiffs bring this Suit in Equity in accord¬ 
ance with the provisions of the Statute in such cases made 
and provided, and pray this Honorable Court to decree: 

(1) That the Plaintiff Arthur J. Briggs is and was the 
original, first, and sole inventor of the subject-matter of 
Counts 1, 2, 3, 5, 6, 7, 8, 12,13, 14, 15, 16,17, 21, 22, 23, and 

25 of said Interference No. 58,312 and of Counts 1 and 2 
of said Interference No. 58,313, and that Plaintiff American 
Cable Company, Inc., is assignee of all right, title and in¬ 
terest in and to the inventions of said counts and of the 
application of the Plaintiff Arthur J. Briggs, and that the 
Plaintiff Arthur J. Briggs is entitled to receive letters 
patent of the United States for the invention and inventions 
of the said counts; and 

(2) To authorize the Commissioner of Patents to issue 
to the Plaintiff Arthur J. Briggs or to the Plaintiff Ameri¬ 
can Cable Company, Inc., as Assignee of said Plaintiff 
Arthur J. Briggs, a patent on the above application of 
Arthur J. Briggs, including the subject-matter of Counts 
1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 23, and 25 of 
said Interference No. 58,312 and of Counts 1 and 2 of said 
Interference No. 58,313, and of any other invention that 
may be disclosed in said Application Ser. No. 27,365. 

AMERICAN CABLE COMPANY, INC., 
By WILLIAM T. MORRIS, 

Vice-President. 

ARTHUR J. BRIGGS. 

SOL SHAPPIRIO, 

Attorney for Plaintiffs . 

Washington Loan & Trust Building, Washington, D. C. 

February 18, 1932. 

26 State of New York, 

County of Neiv York, ss: 

Arthur J. Briggs, being duly sworn, deposes and says: 

I am one of the Plaintiffs named in the foregoing Com¬ 
plaint ; I have read said Complaint and know the contents 
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thereof, and the same is true of my own knowledge except as 
to the matters therein stated to be alleged o^ information 
and belief, and as to those matters I verily believe the same 
to be true. 

ARTHUR J. BRIGGS. 


Subscribed and sworn to before me this 19tlji day of Feb¬ 
ruary, 1932. 

HAZEL A. WHITE (BRAGGS), 
[notarial seal.] Notary Public. 


State of New York, 

County of New York, ss: j 

I 

William T. Morris, being duly sworn, depos'ps and says: 

I am the Vice-President of the American Catjle Company, 
Inc., one of the Plaintiffs named in the foregoing complaint; 
I have read said Complaint and know the contents thereof, 
and the same is true of my own knowledge except as to the 
matters therein stated to be alleged on information and be¬ 
lief, and as to those matters I verily believe [the same to 
be true. ! 

WILLIAM T. [MORRIS. 

Subscribed and sworn to before me this 18th day of Feb¬ 
ruary, 1932. 

[notarial seal.] MARY T. HICKEY, 

Notary Public. 

Notary Public, New York County. j 

Clerk’s No. 176, Register’s No. 2h230. 

Commission expires March 30,1933. 
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Motion to Dismiss. 
Filed March 18, 1932. 


# * # # # # # 

i 

i 

Now comes Thomas E. Robertson, Commissioner of Pat¬ 
ents, one of the defendants herein, and moves the Court to 
dismiss the above entitled cause on the following grounds: 
I. This Court is without jurisdiction to review the deci- 
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sion here involved rendered by the Board of Appeals in the 
Patent Office on an interlocutory motion to dissolve under 
Rule 122 and a motion to add counts under Rule 109. 

II. Plaintiffs have not exhausted their remedy in the 
Patent Office. 

THOS. E. ROBERTSON, 

Commissioner of Patents. 

T. A. HOSTETLER, 

Solicitor for the Patent Office , 

Attorney for Defendant Robertson. 

Copy mailed to Atty. for Pltf. today. 

T. A. H. 

3-18-1932. 

Motion by John A. Roebling } s Sons Company et al. to 

Dismiss BUI of Complaint. 

Filed March 21,1932. 

******* 


Now come John A. Roebling’s Sons Company and 
Charles C. Sunderland (both citizens of New Jersey), 
named as defendants in the bill of complaint in the above 
entitled cause, by William L. Edmonston, James J. Kennedy, 
and Cleon J. Sawyer, their attorneys, appearing specially 
herein for the purpose of this motion and for no other 
28 purpose, and jointly and severally move the Court 
to dismiss said bill of complaint on the-following 
grounds : 

1. That said bill of complaint fails to set up any cause of 
action under Secfion 4915 R. S. (U. S. Code, Title 35, Sec¬ 
tion 63) as alleged in paragraph III of said bill. 

2. That said bill of complaint does not allege nor state 
facts that, if true, would support an allegation that a patent 
on application has been refused the plaintiffs, or either 
of them, within the meaning of said Section 4915. 

3. That said bill of complaint does not allege nor state 
facts, that, if true, would support an allegation that a pat¬ 
ent on application has been refused the plaintiffs, or either 
of them, within the meaning of said Section 4915, in a pro¬ 
ceeding in which either of said named defendants John A. 
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Roebling’s Sons Company and Charles C. Sunderland was 
an adverse party. 

4. That said bill of complaint does not allege nor state 
facts that, if true, would support an allegation that a patent 
on application has been refused the plaintiffs or either of 
them, within the meaning of said Section 4915 in a pro¬ 
ceeding in which any of the other named defendants in 
said bill of complaint, namely, American Steel & Wire 
Company, Albert S. Rairden, American Braps Company, 
John C. Damon, and Thomas E. Robertson, United States 
Commissioner of Patents was an adverse party. 

And the said John A. Roebling’s Sons Cjompany and 
Charles C. Sunderland also move that further proceedings 
herein be stayed pending the decision of this motion and 
that if the decision thereon be adverse to them as to- any 
part thereof, they be granted a reasonable I time within 
which to file their answer or answers to the bill of 
29 complaint herein. 

WILLIAM L. EDMONSTON, 
CLEON J. SAWYER, 

JAMES J. KENNEDY, 
Attorneys for Defendants John A. Roebling’s 
Sons Company and Charles C. Synderland f 
Appearing Specially and Solely fof the Pur¬ 
poses of This Motion. 

Dated March 21, 1932. 

Service of the foregoing motion, the Points and Authori¬ 
ties accompanying it, and the Exhibits A, B, C, accompany¬ 
ing the latter, together with copies thereof, admitted this 
21st day of March, 1932. j 

SOL SHAPP^RIO, 

Attorney for plaintiffs. 

I 

I 

Exhibits Accompanying Points and Authorities for John 

A. Roebling’s Sons Company et al. on Motion to Dis¬ 
miss Bill of Complaint. 


Filed March 21, 1932. 
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Exhibit A. 

United States District Court, District of New Jersey. 

American Cable Company, Inc., and Arthur J. Briggs, 

Plaintiffs, 

against 

John A. Roebling’s Sons Company, Charles C. Sunder¬ 
land, American Steel & Wire Company, Albert S. 

Rairden, American Brass Company, John C. Damon, 

Defendants. 

Bill of Complaint under Section 4915 of the Revised 

Statute -. 

30 To the Honorable the Judges of the District Court 
of the United States for the District of New Jersey*. 

The plaintiffs complaining of the Defendants allege: 

I. That the Plaintiff, American Cable Company, Inc., is 
a corporation organized under the laws of the State of 
Delaware, and is a resident, inhabitant, and citizen of the 
State of New York and of the Southern District of said 
State, and the Plaintiff, Arthur J. Briggs, is a resident, 
inhabitant, and citizen of the said State of New York and 
of the Northern District of said State. 

II. That the Defendant John A. Roebling’s Sons Com¬ 
pany is a corporation organized under the laws of the State 
of New Jersey and is a resident, inhabitant, and citizen of 
said State and of the District of New Jersey; the Defendant 
Charles C. Sunderland is a resident, inhabitant, and citizen 
of the said State and District of New Jersey; the Defendant 
American Steel & Wire Company is a corporation organized 
under the laws of the State of New Jersey and is a resi¬ 
dent, inhabitant, and citizen of the State and District of 
New Jersey; the Defendant Albert S. Rairden is a resident, 
inhabitant, and citizen of the State and District of New Jer¬ 
sey ; the Defendant American Brass Company is a corpora¬ 
tion organized under the laws of the State of Connecticut 
and is a resident, inhabitant, and citizen of the State and 
District of Connecticut; and, as Plaintiffs are informed 
and believe, the Defendant John C. Damon is a resident, 
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inhabitant, and citizen of the State and District of Massa¬ 
chusetts. 

III. That this is a suit in Equity brought pursuant to 
the provisions of Section 4915 of the Revised Statutes of 
the United States as amended for a decree adjudging that 
the Plaintiff Arthur J. Briggs is entitled, according to law, 

to receive a patent for a certain invention and cer- 
31 tain inventions as hereinafter set foifth, and also 
authorizing the Commissioner of Patents to issue 
such patent on compliance by the said Plaintiff Arthur J. 
Briggs with the conditions prescribed in the said Section 
4915 as amended. 

IV. That the value of the matter in controversy is in 

excess of Three Thousand Dollars ($3,000). | 

V. That now and heretofore, namely, prior to the second 
day of May, 1925, the Plaintiff Arthur J. Briggs is and was 
the original, first, and sole inventor of certain new and 
useful Improvements in Stranded Wire Structure and 
Machines for and Processes of Producing the Same not 


ito his inven- 
described in 


known or used by others in this country prior 
tion or discovery thereof and not patented or 
a printed publication in this or any foreign cbuntry prior 
to his said invention or discovery thereof or mpre than two 
years prior to his application for patent theijefor herein¬ 
after referred to, and not in public use or on sale in this 
country prior to his invention or discovery thereof or more 
than two years prior to his application for letters patent 
therefor, as hereinafter set forth, and for whicjh inventions 
no application for letters patent had been file|l by him or 
his legal representatives or assigns in any foreign country 
more than twelve months prior to his said application for 
letters patent, and which said inventions had rjot then and 
have not since been abandoned. 


inventor of 
ters patent 


VI. That being the original, first, and sole 
the said inventions and being entitled to let 
therefor, the said Plaintiff Arthur J. Briggs pn or about 
the second day of May, 1925, duly filed in the Upited States 
Patent Office an application for letters patent on said in¬ 
ventions, said application complying in gll respects 
32 with the requirements of law in such cas<*s made and 
provided; that the said application was numbered 
27,365; that thereafter and on or about the tenth day of 

4—5748a 
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October, 1929, after due proceedings had, the Commissioner 
of Patents adjudged that the invention of said Stranded 
Wire Structure in part interfered with certain claims of 
other applications for letters patent then pending in the 
United States Patent Office; namely, 

An application for patent of the Defendant, Charles C. 
Sunderland, Ser. No. 210,233, filed August 3, 1927, for 
“Rope Making Machine 7 ’; 

An application for patent of the Defendant Albert S. 
Rairden, Ser. No. 204,916, filed July 11, 1927, for “Manu¬ 
facture of Dead-Lay Wire Rope 77 ; 

An application for patent of the Defendant John C. Da¬ 
mon, Ser. No. 292,626, filed July 14,1928, for “Machine for 
Making Wire Cable, 77 

the said Interference being designated and known as Inter¬ 
ference No. 58,312; that the subject-matter of the said In¬ 
terference No. 58,312 was defined by the Commissioner of 
Patents in a single interference count, which corresponded 
in all respects with a certain Claim No. 45 of said Briggs 
Application Ser. No. 27,365 and which said count was as 
follows: 

“Count 1. A stranded wire structure composed of wire 
components laid in helical relation around the longitudinal 
axis of the composite structure, said structure having the 
physical characteristics resulting from the process of forc¬ 
ing the unformed components through means adapted to 
form them into helices, at the same time permitting rela¬ 
tive rotation as between the unformed portion and the 
emergent helix on the one hand, and the forming means 
operating on it on the other, the .extent of said rotation 
being approximately one turn for every convolution of the 
emergent helix, and laying the helically formed por- 
33 tions on a core to compose the structure, as the heli¬ 
cally formed portions emerge from the forming 
means. 77 

That the Commissioner of Patents also on or about the 11th 
day of October, 1929, adjudged that the inventions of said 
machine and process described and claimed in said Appli¬ 
cation Ser. No. 27,365 in part interfered with the said appli¬ 
cations of— 
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John C. Damon, Ser. No. 292,626, filed July 14, 1928, for 
1 ‘Machine for Making Wire Cable’’ 

and 

Albert S. Rairden, Ser. No. 204,916, filed July 11, 1927, for 
“Manufacture of Dead-Lay Wire Rope,” 

said Interference being designated and knojvn as Inter¬ 
ference No. 58,313; that the subject-matter j of the said 
Interference No. 58,313 was defined by the Commissioner of 
Patents in two interference counts which corresponded in 
all respects with certain Claims Nos. 38 an<fl 49 of said 
Briggs Application Ser. No. 27,365 and which said counts 
were as follows: 

“Count 1. The process of fabricating stranded wire 
structure of the type characterized in that each helical com¬ 
ponent thereof is permanently set to the form iwhich it pos¬ 
sesses in the structure, which comprises forking the un¬ 
formed components through means adapted tj) form them 
into helices, at the same time permitting relative rotation 
as between the unformed portion and the emergent helix 
on the one hand and the forming means operating on it on 
the other, the extent of said rotation being approximately 
one turn for every convolution of the emergent helix, and 
laying the helically formed portions on a core to form the 
finished structure, as the said helically formed por- 
34 tions emerge from the forming means. 

“Count 2. A machine for fabricating’ a stranded 
wire structure of the type composed of wire components 
laid in helical relation around a longitudinal axis, said 
machine being characterized by means to sh^pe the un¬ 
formed stock components into the helical form) they are to 
possess in the composite structure, means to fec^d said stock 
components through said helix-forming meani while per¬ 
mitting relative rotation as between the unforced portion 
and the emergent helix on the one hand and the forming 
means on the other, the extent of said rotation being ap¬ 
proximately one turn for every convolution of tjie emergent 
helix, and means to lay said helically formed pbrtions on a 
core to compose the structure as the said helibally formed 
portions emerge from the forming means.” 

I 

VII. That the said counts of said Interference Nos. 
58,312 and 58,313 corresponded in all respects |to claims in 
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the said Briggs Application Ser. No. 27,365, and the said 
counts were duly filed by the Defendants Charles C. Sun¬ 
derland, Albert S. Rairden, and John C. Damon in their 
respective applications hereinbefore mentioned and became 
a part of said applications. 

VIII. That thereafter and pursuant to the rules and 
regulations of the Patent Office, the Plaintiff Arthur J. 
Briggs and also the Defendants Charles C. Sunderland, 
Albert S. Rairden, and John C. Damon filed Preliminary 
Statements in said Interferences, from which said Pre¬ 
liminary Statements it appeared that Defendant John C. 
Damon and Defendant Albert S. Rairden conceived the in¬ 
vention of Counts 1 and 2 of said Interference No. 58,313 

and also of the Count of Interference No. 58,312 
35 subsequently to the date of filing of Application Ser. 

No. 27,365 by the Plaintiff Arthur J. Briggs, and 
thereupon on or about December 17, 1929 notices were 
given by the Patent Office to said John C. Damon and 
Albert S. Rairden in each of said Interferences that judg¬ 
ment on the record would be rendered against them unless 
they should within thirty (30) days after said notice show 
good and sufficient cause why such action should not be 
taken. 

IX. That thereafter and on or about the 24th day of 
January, 1930, the Defendant Albert S. Rairden made 
application to the Patent Office by Motion for dissolution of 
said Interference No. 58,312 on the ground that the said 
count of said Interference was not patentable and on other 
grounds set forth in said application. 

X. That on or about the said 24th day of January, 1930, 
the Defendant Albert S. Rairden also made application to 
the Patent Office by motion for dissolution of said Inter¬ 
ference No. 58,313 on the ground that the issues of said 
Interference defined in the two counts thereof were not 
patentable and on other grounds set forth in said ap¬ 
plication. 

XI. That thereafter and on or about the 14th dav of 
February, 1930, Defendant, Charles C. Sunderland, made 
application to the Patent Office by motion for dissolution of 
the said Interference No. 58,312 on the ground that the 
issue of said Interference was not patentable and on other 
grounds set forth in said application for dissolution. 

XII. That thereafter and .on or about the 16th day of 
February, 1930, the Plaintiff Arthur J. Briggs filed in the 
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Patent Office an amendment to his said Application Ser. 

No. 27,365 requesting that certain claims numbered 
36 consecutively from 66-81, both inclusive, be added to 
his said application; also on or about said 16th day 
of February, 1930, the Plaintiff Arthur J. i Briggs made 
application by motion in said Interference $To. 58,312 for 
the addition to said Interference of certain | Counts num- 




17 . 7& 

18 . 74 

19 . 7o 

20 . 76 

21 . 77 

22 . 7 ^ 

37 23 . 79, 

24 . 80 

25 . 81! 


which said counts read as follows: 

i 

Note .—The following counts, 2 to 25, are duplicates of 
counts 2 to 25 appearing in paragraph XII of the bill of 
complaint in the instant suit. 
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That on or about the said 16th day of February, 1930, the 
Plaintiff Arthur J. Briggs made application in the Patent 
Office by motion in said Interference No. 58,312 for an 
order consolidating said Interference No. 58,313 with said 
Interference No. 58,312. 

XIII. That the said Motion of the Plaintiff Arthur J. 
Briggs to Add Counts to said Interference No. 58,312, the 
said Motion of the Plaintiff Arthur J. Briggs to consolidate 
said Interference No. 58,313 with said Interference No. 
58,312, the said Motion by the Defendant Charles C. 
Sunderland to dissolve the said Interference No. 58,312, 
the said Motions of the Defendant Albert S. Rairden to dis¬ 
solve said Interferences Nos. 58,312 and 58,313, all came 
duly on to be heard before an Acting Examiner of Inter¬ 
ferences of the Patent Office duly authorized by the Com¬ 
missioner of Patents in accordance with law and the rules 
and regulations of the Patent Office to hear and determine 
said Motions, on the 6th day of June, 1930; that on said 
hearing Plaintiff Arthur J. Briggs withdrew from his ap¬ 
plication to add counts to Interference No. 58,312, Counts 
Nos. 4, 9, 10, 11, 18, and 19, the reason for said withdrawal 
being that they unnecessarily increased the number of 
counts requisite to cover the inventions of the applications 
involved in said Interference. 

38 XIV. That thereafter and on or about the 13th 
day of August, 1930, said Acting Examiner of Inter¬ 
ferences rendered a decision whereby he granted the Mo¬ 
tions of the Defendant Charles C. Sunderland and of the 
Defendant Albert S. Rairden to dissolve the said Inter¬ 
ference No. 58,312 and denied the Motion of the Plaintiff 
Arthur J. Briggs to add to said Interference No. 58,312 the 
counts hereinbefore referred to as Counts Nos. 2-25, both 
inclusive, except as to Counts 19, 20, and 24, as to which 
said counts the Plaintiff Arthur J. Briggs application to 
add counts was granted; that the granting of said Motion 
as to said Count 19 was inadvertent by reason of the fact 
that it had been previously withdrawn therefrom as herein¬ 
before stated. 

XV. That also on or about the said 13th day of August, 
1930, said Acting Examiner of Interferences granted the 
application of the Defendant Albert S. Rairden to dissolve 
the said Interference No. 58,313 and denied the applica¬ 
tion of the Plaintiff Arthur J. Briggs to consolidate said 
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Interference No. 58,313 with said Interference No. 58,312. 

XVI. That thereafter and on or about the 3rd day of 
November, 1930, the Plaintiff Arthur J. Brijggs made ap¬ 
plication to an Examiner of Interferences pf the Patent 
Office for a rehearing of his said Motion to ^.dd Counts to 
said Interference No. 58,312 and of the saijd Motions of 
the Defendants Charles C. Sunderland aijid Albert S. 
Rairden to dissolve the said Interference Ncj. 58,312 inso¬ 
far as the decision of the Acting Examiner of interferences 
dissolved the said Interference as to Count 1 and denied 
the application of the Plaintiff Arthur J. Briggs to add 
thereto Counts 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, ^6, 17, 21, 22, 
23, and 25. At the same time the Plaintiff Arthur J. Briggs 
also applied to the Examiner of Interferences for a 
39 rehearing of his Motion to Consolidate said Inter¬ 
ference No. 58,313 with said Interference No. 58,312 
and of said Motion of Defendant Albert S. Rairden to dis¬ 
solve said Interference No. 58,313; that the sajid Examiner 
of Interferences being duly authorized by ihe Commis¬ 
sioner of Patents according to law and according to the 
rules and regulations of the Patent Office, grafted said ap¬ 
plications for rehearing on said Motions; and jsaid rehear¬ 
ing having duly taken place on or about the 26th day of 
January, 1931, the said Examiner of Interferences being 
duly authorized by the Commissioner of Patents according 
to law and according to the rules and regulations of the 
Patent Office, rendered decisions on or about the 13th day 
of February, 1931, denying the Motion of tne Plaintiff 


Arthur J. Briggs to Add the said Count No. 19 but other¬ 
wise affirming the said decisions of the said Acting Ex¬ 
aminer of Interferences. 

XVII. That thereafter and on or about MarcljL 4,1931 the 
Plaintiff Arthur J. Briggs filed appeals from the above- 
mentioned decisions of the Acting Examiner^ of Inter¬ 
ferences and the Examiner of Interferences to the Board 
of Appeals of the Patent Office, and said appeals coming on 
to be heard on the 17th day of July, 1931, the sa|d Board of 
Appeals, under authority of the Commissioner! of Patents 
and pursuant to law and the rules and regulations of the 
Patent Office, by decisions of September 15, 1931, affirmed 
the decisions of the said Examiner of Interferences hold¬ 
ing all of the said Counts 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 
16, 17, 21, 22, 23, and 25 of Interference No. 58,312 and 
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Counts 1 and 2 of Interference No. 58,313 unpatentable, on 
the ground that they defined no invention over certain 
prior patents specified in the said decisions of the said 
Board. 

XVIII. That— 

40 By instrument dated April 22, 1925 and recorded 
in the United States Patent Office May 2, 1925, in 
Liber W-123, Page 571, of ‘ ‘Transfers of Patents,” the 
Plaintiff Arthur J. Briggs assigned to the Plaintiff Ameri¬ 
can Cable Company, Inc., the entire right, title, and inter¬ 
est in and to his application Ser. No. 27,365, and any let¬ 
ters patent that might issue thereon; 

By instrument dated August 2, 1927 and recorded in the 
United States Patent Office August 3, 1927, in Liber L-131, 
Page 498, of “Transfers of Patents,” the Defendant 
Charles C. Sunderland assigned to the Defendant John A. 
Roebling’s Sons Company, the entire right, title, and inter¬ 
est in and to his application Ser. No. 210,233, and any let¬ 
ters patent that might issue thereon; 

By instrument dated July 11, 1928 and recorded in the 
United States Patent Office July 14, 1928, in Liber P-135, 
Page 315, of “Transfers of Patents,” the Defendant John 
C. Damon assigned to the Defendant American Brass Com¬ 
pany the entire right, title, and interest in and to his appli¬ 
cation Ser. No. 292,626, and any letters patent that might 
issue thereon; and 

As the Plaintiffs are informed and believe, by instrument 
heretofore duly executed and delivered, the Defendant 
Albert S. Bairden assigned to the Defendant American 
Steel & Wire Company, the entire right, title, and interest 
in and to his application Ser. No. 204,916, and any letters 
patent that might issue thereon. 

XIX. The Plaintiffs hereby offer to produce said assign¬ 
ments and also the entire records of the said Interferences 
and of the prosecution of the said applications of the Plain¬ 
tiff Arthur J. Briggs and of the Defendants Charles C. 
Sunderland, Albert S. Bairden, and John C. Damon, or 
duly authenticated copies thereof. 

XX. That the Commissioner of Patents has refused to 
enter in the record of the said Briggs Application Ser. No. 
27,365 claims corresponding to Counts 2, 3, 5, 6, 7, 8, 12, 
13, 14, 15, 16, 17, 21, 22, 23, and 25 or any of them. 

XXI. That the inventions defined by the said Counts 1 
2, 3, 5, 6, 7, 8,12,13,14,15,16,17, 21, 22, 23, and 25 of said 
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Interference No. 58,312 and Counts 1 and 2 of said 

41 Interference No. 58,313 constituted patentable sub¬ 
ject-matter within the purview of i;he laws and 

statutes of the United States and were and | are fully dis¬ 
closed in the specification and drawings of the said Appli¬ 
cation Ser. No. 27,365; that the said Plaintiff Arthur J. 
Briggs believes himself to have been the original, first, and 
sole inventor of the invention and inventions claimed in the 
said counts and described in the said Application Ser. No. 
27,365; that he does not know and does not believe that the 
said inventions were ever known or used before his inven¬ 
tion or discovery thereof or patented or described in any 
printed publication in any country before his! invention or 
discovery thereof or more than two years priojr to the filing 
of his said Application Ser. No. 27,365 or in public use or 
on sale in the United States more than two years prior to 
said filing; that none of the said inventions ijad been pat¬ 
ented in any country foreign to the United States on an 
application filed by him or his legal representatives or 
assigns more than twelve months prior to th^ filing of his 
said application; that the said inventions wejrc diligently 
reduced to practice by him prior to the filing (if said appli¬ 
cation, and none of said inventions have beep abandoned 
by him. j 

XXII. That the invention and inventions defined by the 
said Counts Nos. 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 
22, 23, and 25 of said Interference No. 58,312 apd of Counts 
1 and 2 of said Interference No. 58,313, and also all other 
inventions described in said application of the Plaintiff 
Arthur J. Briggs and also described in the said applica¬ 
tions of the Defendants, Charles C. Sunderlanjd, Albert S. 
Rairden, and John C. Damon, and all other inventions com¬ 
mon to said Briggs Application and the said appli- 

42 cations of Charles C. Sunderland, Albert S. Rairden, 
and John C. Damon, were in public use and on sale 

in the United States more than two years priori to the filing 
of said application of Defendant Charles C. Sunderland 
and also of the applications of the Defendants Albert S. 
Rairden and John C. Damon, and therefore neither of said 
Defendants Charles C. Sunderland, Albert S. feairden, or 
John C. Damon or their assigns hereinbefore set forth is 
entitled to letters patent covering said inventions or any 
of them. 

5—5(48a 
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XXIII. That by reason of the facts herein set forth a 
patent to the Plaintiff Arthur J. Briggs which would con¬ 
tain claims similar to 

Counts 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 17, 21, 22, 23, 
and 25 of Interference No. 58,312, 

and 

Counts 1 and 2 of Interference No. 58,313, 

above set forth has been refused by the Commissioner of 
Patents and has furthermore been illegally and improperly 
refused. 

XXIY. That as the Plaintiffs are informed and believe, 
there are no other adverse parties hereto than the Defend¬ 
ants above named. 

XXV. That no appeal has been taken to the Court of 
Customs and Patent Appeals from the said decision of the 
Board of Appeals of the United States Patent Office affirm¬ 
ing the said decisions of the Acting Examiner of Interfer¬ 
ences and the Examiner of Interferences, and the time pro¬ 
vided by law for such appeal has expired. 

Wherefore Plaintiffs bring this Suit in Equity in accord¬ 
ance with the provisions of the Statute in such cases made 
and provided, and pray this Honorable Court to decree: 

(1) That the Plaintiff Arthur J. Briggs is and was 
43 the original, first, and sole inventor of the subject- 
matter of Counts 1, 2, 3, 5, 6, 7, 8, 12, 13, 14, 15, 16, 
17, 21, 22, 23, and 25 of said Interference No. 58,312 and of 
Counts 1 and 2 of said Interference No. 58,313, and that 
Plaintiff American Cable Company, Inc., is assignee of all 
right, title and interest in and to the inventions of said 
counts and of the application of the Plaintiff Arthur J. 
Briggs, and that the Plaintiff Arthur J. Briggs is entitled 
to receive letters patent of the United States for the inven¬ 
tion and inventions of the said counts; and 

(2) To authorize the Commissioner of Patents to issue 
to the Plaintiff Arthur J. Briggs or to the Plaintiff Ameri¬ 
can Cable Company, Inc., as Assignee of said Plaintiff 
Arthur J. Briggs, a patent on the above application of 
Arthur J. Briggs, including the subject-matter of Counts 1, 
2, 3, 5, 6, 7, 8, 12, 13,14,15, 16,17, 21, 22, 23, and 25 of said 
Interference No. 58,312 and of Counts 1 and 2 of said Inter- 
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ference No. 58,313, and of any other invention that may be 
disclosed in said Application Ser. No. 27,365^ 

AMERICAN CABLE COMPANY, INC., 
By WILLIAM M. WHEELER, Secretary. 
ARTHUR J. BRIGGS. | 

ARTHUR J. BRIGGS. 

FREDERICK S. DUNCAN, 

Solicitor ftyr Plaintiffs. 

75 East 45th Street, New York, N. Y. 

-, 1931. 

44 State of New York, 

County of New York, ss: j 


Arthur J. Briggs, being duly sworn, deposes and says: 

I am one of the Plaintiffs above-nam^d ahd in such ca¬ 
pacity I executed the foregoing complaint; I [have read the 
said complaint and know the contents thereof and that the 
same is true of my own knowledge except as to the matters 
therein stated to be alleged on information and belief, and as 
to those matters I verily believe the same t6 be true. 


i 

Subscribed and sworn to before me this — day of 
1931. ! 


State of New York, 

County of New York, ss: 


Notary Public. 


William T. Morris, being duly sworn, deposes and says: 

I am Vice-President of the American Cable Company, 
Inc., one of the Plaintiffs above-named and in such capacity 
I executed the foregoing complaint; I have fead the said 
complaint and know the contents thereof and that the same 
is true of my own knowledge except as to the matters therein 
stated to be alleged on information and belief, and as to 

those matters I verify believe the same to be true. 

I__ 

| • 

I 

i 

Subscribed and sworn to before me this —[day of-, 

1931. j 

i > 

Notary Public. 
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45 District Court of the United States of America, 

District of New Jersey. 

I, George T. Cranmer, Clerk of the District Court of the 
United States of America for the District of New Jersey, 
in the Third Circuit, do hereby certify the foregoing to be a 
true copy of the original bill of complaint under Section 4915 
of the Revised Statute-, on file, and now remaining among 
the records of the said Court, in my office. 

In testimony whereof I have hereunto subscribed my 
name and affixed the seal of the said Court, at Trenton, in 
said District, this 10th day of March, nineteen hundred and 
thirty-two. 

['Seal.] GEORGE T. CRANMER, 

Clerk District Court U. S., 
i By L. M. ZARP, 

Deputy. 

(Endorsed:) E-4344. United States District Court, Dis¬ 
trict of New Jersey. American Cable Company, Inc., and 
Arthur J. Briggs, Plaintiffs, against John A. Roebling’s 
Sons Company, Charles C. Sunderland, American Steel & 
Wire Company, Albert S. Rairden, American Brass 

46 Company, John C. Damon, Defendants. Bill of com¬ 
plaint under Section 4915 of the Revised Statute-. 

Frederick S. Duncan, Esq., 75 East 45th Street, New York, 
N. Y., Solicitor for Plaintiffs. Filed Dec. 11, 1931, at 9 
o’clock A. M. George T. Cranmer, Clerk. SAB. DuB. 

Exhibit B. 

United States District Court, District of New Jersey. 

American Cable Company, Inc., and Arthur J. Briggs, 

Plaintiffs, 

against 

John A. Roebling’s Sons Company, Charles C. Sunder¬ 
land, American Steel & Wire Company, Albert S. 
Rairden, American Brass Company, John C. Damon, 
Defendants. 

Notice of Motion. 

To Frederick S. Duncan, Esq., Solicitor for Plaintiffs: 

Sib: 

You will please take notice that on January 18, 1932, on 
the opening of Court on that day for the hearing of mo- 
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• I 

tions, or as soon thereafter as counsel can j be heard, we 
shall present the accompanying motion to jthis Court at 
the United States District Court Rooms, j 11 Raymond 
boulevard, in the City of Newark, New Jersey. 

47 Dated New York, N. Y., January 13, 1932. 

PHILIPP, SAWYElR, RICE & 
KENNEDY, j 
JAMES J. KENNEDY, 

I 7 

Solicitors and of Counsel for John 
A. Roebling’s Sons Company and 
Charles C. Sunderland.\ 

i 

Service of the foregoing notice and accompanying mo¬ 
tion admitted this 13th day of January, 1932. 

FREDERICK S. DUNCAN, 

Solicitor for Plaintiffs. 

United States District Court, District of New Jersey. 

American Cable Company, Inc., and ArthuIr J. Briggs, 

Plaintiffs, I 

against 

John A. Roebling’s Sons Company, Charles C. Sunder¬ 
land, American Steel & Wire Company, Albert S. 
Rairden, American Brass Company, John C. Damon, 
Defendants. 

Now comes John A. Roebling’s Sons Company and 
Charles C. Sunderland, named as defendants! in the bill 
of complaint filed by the plaintiffs in the ab<|>ve entitled 
cause and jointly and severally move to dismis^ the bill of 
complaint herein on the ground that it fails to | set up any 
cause of action under Section 4915 of the Revised Statutes 
of the United States as amended, and specifically on the 
grounds that said bill of complaint does not allege 

48 or state facts, that, if true, would support an allega¬ 
tion that a patent on application has belen refused 

the plaintiff Arthur J. Briggs within the meaning of said 
Section or so refused in a proceeding in which said John 
A. Roebling’s Sons Company, Charles C. Sunderland or 
any of the other above named defendants was d n adverse 
party. 

And, as to the allegations of paragraph XXII [of the bill 
of complaint to the effect that the inventions) there re¬ 
ferred to were in public use and on sale in tfie United 
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States more than two years prior to the filing of the appli¬ 
cation there referred to of Charles C. Sunderland and of 
the applications there referred to of Albert S. Rairden 
and John C. Damon, the said John A. Roebling’s Sons 
Company and Charles C. Sunderland object to the same 
and move that they be stricken out on the ground that they 
are irrelevant and immaterial to the issues attempted to 
be presented by plaintiffs under said Section 4915 of the 
Revised Statutes of the United States as amended and on 
the further ground that it does not appear that the said 
plaintiffs or either of them have resorted to and exhausted 
their remedies, if any they have, provided for by Rule 11 
of the United States Patent Office. 

And the said John A. Roebling’s Sons Company and 
Charles C. Sunderland also move that further proceed¬ 
ings herein be stayed pending the decision of this motion 
and that if the decision thereof be adverse to them they be 
granted a reasonable time within which to file their answer 
or answers to the bill of complaint herein. 

Dated New York, N. Y., January 13, 1932. 

PHILIPP, SAWYER, RICE & 
KENNEDY, 

JAMES J. KENNEDY, 

Solicitors and of Counsel for John 
A. Roebling’s Sons Company and 
i Charles C. Sunderland. 

49 District Court of the United States of America, 

District of New Jersey. 

I, George T. Cranmer, Clerk of the District Court of the 
United States of America for the District of New Jersey, 
in the Third Circuit, do hereby certify the foregoing to be 
a true copy of the original motion and notice thereof to dis¬ 
miss, on file and now remaining among the records of the 
said Court, in my office. 

In testimony whereof I have hereunto subscribed my name 
and affixed the seal of the said Court, at Trenton, in said 
District, this 9th day of March, nineteen hundred and 
Thirty-two. 

[seal.] GEORGE T. CRANMER, 

i Clerk District Court U. S ., 

By L. M. ZARP, 

Deputy. 
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(Endorsed:) E-4344. United States District} Court, Dis¬ 
trict of New Jersey. American Cable Company, Inc., et al. 

vs. John A. Roebling’s Sons Co. et al. j Motion and 
50 Notice thereof to dismiss. Phillip, Savjyer, Rice & 
Kennedy Solors. & of Counsel for Defendants John 
A. Roebling’s Sons Co. and C. C. Sunderland, 220 Broadway, 
New York, N. Y. Filed Jan. 14, 1932, at 9 ok?lock A. M. 
George T. Cranmer, Clerk. SAB. HKF. 

. 

Exhibit C. 

In Equity. 


4344. 


United States District Court, District of Nejv Jersey. 


American Cable Company, Inc., and Arthur J. Briggs, 

Plaintiffs, 

against 

John A. Roebling's Sons Company, Charles p. Sunder¬ 
land, American Steel & Wire Company, Albert S. Rairden, 
American Brass Company, John C. Damon, Defendants. 


The defendants, John A. Roebling’s Sons Company and 
Charles C. Sunderland, having presented a motion that the 
bill of complaint herein be dismissed, and the defendants, 
American Brass Company and John C. Damon, leaving also 
presented a like motion, and Mr. James J. Kennedy, counsel 
for said John A. Roebling’s Sons Company and Charles C. 
Sunderland, having been heard in support of s^id motion 
and Mr. John H. Hilliard, counsel for plaintiffs, having 
been heard in opposition thereto, Now, therefore,! it is upon 
consideration, 

Ordered that the bill of complaint in the above en- 
51 titled suit be and the same hereby is dismissed. 

Dated Newark, New Jersey, March 2, 1932. 

WILLIAM CLAffcK, 

U. S. District Judge. 

To Frederick S. Duncan, Esq., 

Solicitor and of counsel for plaintiffs: 

You will please take notice that on March 2, 1932, at 10 
o’clock A. M., we shall present the above order for settle- 
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ment to the Honorable William Clark, U. S. District Judge 
for the District of New Jersey, at his chambers in the Lef- 
court Building, in the City of Newark, New Jersey. 

Dated New York, N. Y., February 29, 1932. 

PHILLIP, SAWYER, RICE & 
KENNEDY, 

Solicitors and of Counsel for John 
A. Roebling } s Sons Company, and 
Charles C. Sunderland. 

Service of the foregoing notice and proposed order, 
together with copies of the same, admitted this 29th day of 
February, 1932. 

FREDERICK S. DUNCAN, 
Solicitor and of Counsel for Plaintiffs. 

Approved as to substance and form. 

Dated: New York, N. Y., March 1, 1932. 

WOOSTER & DAVIS, 

Solicitor and of Counsel for American 

Brass Company and John C. Damon. 

52 District Court of the United States of America, Dis¬ 
trict of New Jersey. 

I, George T. Cranmer, Clerk of the District Court of 
the United States of America for the District of New Jer¬ 
sey, in the Third Circuit, do hereby certify the foregoing 
to be a true copy of the original order dismissing bill and 
notice, on file, and now remaining among the records of 
the said Court, in my office. 

In testimony whereof I have hereunto subscribed my 
name and affixed the seal of the said Court, at Trenton, in 
said District, this 9th day of March, nineteen hundred and 
Thirty-two. 

[seal.] ; GEORGE T. CRANMER, 

Clerk District Court U. S., 
By L. M. ZARP, 

Deputy. 

(Endorsed:) E-4344. United States District Court, Dis¬ 
trict of New Jersey. American Cable Company, Inc., and 
Arthur J. Briggs, Plaintiffs, vs. John A. Roebling’s Sons 
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Co. and Charles C. Sunderland et al., Defendants. Order 
dismissing hill and notice. Phillipp, Sawyer, Rice & Ken¬ 
nedy, Solicitors and of Counsel for John A. Ifcoebling’s Sons 
Co. and Charles C. Sunderland, 220 Broadway, New York, 
N. Y. Filed Mar. 2, 1932, 3:00 P. M. George T. Cran- 
mer, Clerk. SAB. HKF. 

53 Opinion. 

! 

Filed April 14, 1932. 

• •*•**!« 

I think the action of the Board of Appeals! of the Patent 
Office in dissolving the interferences and refusing to add 
counts proposed by applicant Briggs was interlocutory 
only and did not constitute a refusal of a patent by the 
Commissioner of Patents within the meaning of Section 
4915 Revised Statutes. I 

In view of this I do not pass upon the other grounds 
for dismissal of the bill of complaint presented by or aris¬ 
ing under the motions to dismiss of the Commissioner of 
Patents and defendants John A. Roebling’s Sons Com¬ 
pany and Charles C. Sunderland. 

April 14, 1932. 

JESSE C. ADKINS, 

Justice. 

Decree Dismissing Bill. 

Filed April 14, 1932. 

I 

• * « * * * I * 

I 

This cause having come on to be heard on fhe motions 
to dismiss filed by Thomas E. Robertson, Comijnissioner of 
Patents, and John A. Roebling’s Sons Company—Charles 
C. Sunderland, two of the parties-defendants herein, and 
having been argued in open court by plaintiffs and said de¬ 
fendants, and upon due consideration thereof^ It is this 
14th day of April, 1932, hereby adjudged, ordered and 
decreed that the Bill be, and hereby is, dismissed. 

JESSE C. ADKjINS, 

! Justice . 


April 14, 1932. 
6—5748a 
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54 Noting Appeal and Order Fixing Bond. 

Filed April 26, 1932. 

* * * * * • # # 


Now come the plaintiffs, American Cable Company, Inc. 
and Arthur J. Briggs, in the above-entitled case, and hereby 
note an appeal in open court to the Court of Appeals of 
the District of Columbia from the decree dismissing the 
Bill entered in this case on April 14, 1932; 

Wherefore it is ordered that the cost bond on appeal be 
tiled in the sum of $100 00/100 or in the cash sum of $50 
00 / 100 . 

JESSE C. ADKINS, 

Justice. 

April 26, 1932. 

Citation. 

Issued April 26, 1932. 

# # # * # # # 


The President of the United States of America to John 
A. Roebling’s Sons Company, Charles C. Sunderland, 
American Steel & Wire Company, Albert S. Rairden, 
American Brass Company, John C. Damon, Thomas E. 
Robertson, Commissioner of Patents, Greeting: 

You are hereby cited and admonished to be and appear 
at a Court of Appeals of the District of Columbia, upon 
the docketing the cause therein, under and as directed by 
the Rules of said Court, pursuant to an Appeal noted in 
the Supreme Court of the District of Columbia, on the 26" 
day of April, 1932, wherein American Cable Company, Inc., 
and Arthur J. Briggs are Appellants, and you are Appel¬ 
lees, to show cause, if any there be, why the Decree 
55 rendered against the said Appellants, should not be 
corrected, and why speedy justice should not be 
done to the parties in that behalf. 

Witness the Honorable Alfred A. Wheat, Chief Justice 
of the Supreme Court of the District of Columbia, this 26" 
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day of April, in the year of our Lord one thousand nine 
hundred and thirty-two. 

[seal.] FRANK E. CUNNINGHAM, 

Clerk, 

By HARRY M. HULL, 

Assistant Clerk. 


Service of the above citation accepted this 26th day of 
April, 1932. 

T. A. HOSTETLER, 
Solicitor , Patent Office. 

Service of the above citation accepted this 27th dav of 
April, 1932. 

WILLIAM L. EDMONSTON, 
CLEON J. SAWYER, 

JAMES J. KENNEDY, 

Solicitors for John A. Roebling[s Sons 

Company and Charles C. Sunderland . 
WOOSTER & DAVIS, 

J. S. WOOSTER, 

Solicitors for America ^ Brass 
Company and John C. Damon. 

56 Memorandum. 

April 26, 1932.—$50 deposited in lieu of Undertaking on 
Appeal. 

Assignment of Errors. 

Filed May 13, 1932. j 
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Now come American Cable Company, Inc., ^nd Arthur J. 
Briggs, the Appellants in the above-entitled e^use, and file 
the following assignment of errors upon which [they will rely 
upon their prosecution of the appeal in the ^bove-entitled 
cause, from the decree made by this Honorable Court on the 
14th day of April, 1932: 

(1) That this Honorable Court erred in finding that the 
decision of the Board of Appeals of the Patent Office hold¬ 
ing that the claims of the Interference No. 5$,312 and the 
claims which Briggs sought to add by amendment to said in¬ 
terference were unpatentable, did not constitute a refusal of 
the patent by the Commissioner of Patents within the mean¬ 
ing of Section 63, Title 35, U. S. C. 
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(2) That this Honorable Court erred in granting the 
motion of the Commissioner of Patents to dismiss the Bill 
of Complaint. 

(3) That this Honorable Court erred in granting the 
motion of the Defendants Charles C. Sunderland and John 
A. Roebling’s Sons Company dismissing the Bill of Com¬ 
plaint. 

(4 : ) That this Honorable Court erred in granting the 
motions to dismiss the Bill of Complaint, and in refusing 
the relief prayed in said Bill. 

(5) That this Honorable Court erred in finding 
57 that the action of the Primary Examiner of the Pat¬ 
ent Office re-declaring Interference No. 58,312 be¬ 
tween Briggs and Sunderland did not constitute a 4 ‘re¬ 
fusal’ ’ by the Commissioner of Patents of a patent on all 
claims of said interference and all claims that Briggs 
sought to add by amendment except those embodied in 
Counts 1 and 2 of the said re-declared interference. 

(6) Wherefore the Appellants pray that said decree be 
reversed, and that said Court be ordered to enter a decree 
reversing the decision of the lower Court in said cause. 

SOL SHAPPIRIO, 
Attorney for Plaintiffs. 

FREDERICK S. DUNCAN and 

JOHN H. HILLIARD, 

Counsel. 

May 12, 1932. 

Order Extending Time to File Record. 

Filed July 14, 1932. 

Court of Appeals of the District of Columbia, April Term, 

1932. 

No. 1963. 

American Cable Company, Inc., and Arthur J. Briggs, 

Petitioner-, 

vs. 

John A. Roebling’s Sons Company, Charles C. 

Sunderland, et al. 

On consideration of the petition for an extension of time 
to and including August 1,1932, within which to file the tran- 
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script of the record in the above entitle^ cause in this 
58 Court, It is by the Court this day ordered that said 
petition be and it is hereby granted an<|. the time ex¬ 
tended as prayed. 

Per Mr. Chief Justice MARTIN, 

Ju|y 11, 1932. 

A true copy. Test: 

[seal.] HENRY W. HODGES, 

Clerk of the Court of Appeals 

of the District of Columbia. 

Designation of Record . I 

I 

i 

Filed May 4, 1932. 


Now come American Cable Company, Inc., and Arthur J. 
Briggs, the Appellants in the above-entitled cause, and 
designate the parts of the record which they desire to have 
included in the transcript, said parts being considered 
sufficient for the determination of the questions raised on 
appeal, viz.: 

(1) Bill of Complaint; 

(2) Motion of the Commissioner of Patents!to Dismiss 

Bill of Complaint; I 

(3) Motion of Defendants Charles C. Sunderland and 
John A. Roebling’s Sons Company to Dismiss I^ill of Com¬ 
plaint ; 

(4) Decree, dated April 14,1932, dismissing ^ill of Com¬ 
plaint ; | 

(5) Opinion, dated April 14, 1932, on Motions of the 
Commissioner of Patents and Defendants John A. Roeb- 
ling’s Sons Company and Charles C. Sunderland to dis¬ 
miss Bill of Complaint. 

(6) Assignment of errors. j 

SOL SHAPPIRIO, j 

Attorney for Plaintiffs. 

FREDERICK S. DUNCAN |a.nd 

JOHN H. HILLIARD, 

Counsel. ! 


May 4,1932. 
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59 Additional Designation of Record. 

Filed May 18,1932. 

******* 

Now come John A. Roebling’s Sons Company and 
Charles C. Sunderland, the defendants-appellees in the 
above entitled cause and, referring to the plaintiffs-appel- 
lants’ notice dated May 4, 1932 and served upon one of the 
attorneys for said John A. Roebling’s Sons Company and 
Charles C. Sunderland on May 14, 1932, designating the 
parts of the record which said plaintitfs-appellants desire 
to have included in the transcript herein on appeal, hereby 
direct and designate the following parts of the record and 
proceedings herein which they, the said John A. Roebling’s 
Sons Company and Charles C. Sunderland, deem necessary 
and material to a full and fair presentation of the questions 
involved in the appeal herein and which they therefore de¬ 
sire to be included in the transcript herein, namely,— 

1. The Exhibit A referred to in and filed with said John 
A. Roebling’s Sons Company’s and Charles C. Sunder¬ 
land’s Points and Authorities herein, the same being a 
certified copy of the bill of complaint filed by the plaintiffs- 
appellants herein (with the exception of Thomas E. Robert¬ 
son, United States Commissioner of Patents) in the United 
States District Court for the District of New Jersey; with 
the suggestion and consent of said defendants-appellees 
that, instead of reproducing in said Exhibit A the counts 2 
to 25 of paragraph XII thereof, the said counts be omitted 
and, in lieu thereof, a statement be made in said Exhibit A 
that they are duplicates of the counts 2 to 25 appearing in 
paragraph XII of the bill of complaint in the instant suit. 

2. The Exhibit B referred to in and filed with said 

60 John A. Roebling’s Sons Company’s and Charles C. 

Sunderland’s Points and Authorities herein, the 

same being a certified copy of the motion by said defend¬ 
ants-appellees John A. Roebling’s Sons Company and 
Charles C. Sunderland in said suit in the United States Dis¬ 
trict Court for the District of New Jersey to dismiss the 
bill of complaint therein. 

3. The Exhibit C referred to in and filed with said John 
A. Roebling’s Sons Company’s and Charles C. Sunder¬ 
land’s Points and Authorities herein, the same being a 
certified copy of an order or decree of said United States 
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District Court for the District of New Jersey dismissing 
the bill of complaint in said suit in the United States Dis¬ 
trict Court for the District of New Jersey. 

WILLIAM L. EDMONSTON, 
CLEON J. SAWYER, 

JAMES J. KENNEDY, 

Attorneys for Defendants-Appellees John A. 
Ro'ebling’s Sons Company and Charles C. 
Sunderland. 

Dated May 18,1932. 

Service acknowledged without acquiescence. 

SOL SHAPPtRIO, 

Atty. for Appellants. 

61 Supreme Court of the District of Colujnbia. 

United States of America, 

District of Columbia , ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify th^ foregoing 
pages, numbered from 1 to 60, both inclusive, to be a true 
and correct transcript of the record, according to direc¬ 
tions of counsel herein filed, copies of which are made part 
of this transcript, in cause No. 54071 in Equity, wherein 
American Cable Company, Inc., et al. are Plaintiffs and 
John A. Roebling’s Sons Company et al. are Defendants, 
as the same remains upon the files and of record in said 
Court. ! 

In testimony whereof I hereunto subscribe mjj” name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 20th day of July, 1932. 

[Seal Supreme Court of the District of Colujmbia.] 

FRANK E. CUNNINGHAM, 

I Clerk. 

Endorsed on cover: District of Columbia! Supreme 
Court. No. 5748. American Cable Company, Inc., and 
Arthur J. Briggs, appellants, vs. John A. Roebling’s Sons 
Company, Charles C. Sunderland, American Stepl & Wire 
Company, et al. Court of Appeals, District of Columbia. 
Filed Jul. 23, 1932. Henry W. Hodges, Clerk. 
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1* Statement. 


The present suit is authorized by Section 63^ Title 35, 
U. S. C. (formerly Section 4915 of the Revised Statutes), 
and is predicated upon a refusal by the Commissioner of 
Patents to grant to the Appellants a patent covering certain 
inventions relating to wire rope and its manufacture. The 
relief prayed for in the Complaint was a decree “authoriz¬ 
ing” the Commissioner to issue to the Appellant^ a patent 
covering the said inventions. The section of the Statute in 
question is quoted in full at the end of this brief (likewise 
all other Statutes referred to herein). 

The Commissioner’s Motion to Dismiss was based upon 
two grounds; namely, 
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(1) The Court is “without jurisdiction to review the 
decision herein involved rendered by the Board of 
Appeals”; 

(2) The Appellants have not exhaused their remedy 
in the Patent Office. 

The Motion of the Roebling Company and Sunderland was 
based upon the following grounds: 

(1) That the Complaint fails to set up any cause of 
action under Section 4915 of the Revised Statutes; 

(2) That the Complaint does not allege or state the 
facts that, if true, would support an allegation that a 
patent on application has been refused the Appellant 
Briggs within the meaning of the said Section or so 
refused in a proceeding in which the Roebling Company 
and Sunderland or any of the other Appellees was an 
adverse party. 

The suit was in no sense a review either by appeal or 
otherwise of any decision of the Patent Office, although so 
described by the Commissioner in his motion. Regardless 
of what weight the Court below may have given to the de¬ 
cision of the Patent Office, it was an original suit in equity 
and involved a trial de novo of all issues bearing upon the 
right of the Plaintiffs to obtain a patent covering the in¬ 
ventions set forth in the complaint. Although the proposi¬ 
tion is too well established to require discussion, a few au¬ 
thorities may be mentioned: 

Gandy vs. Marble, 122 U. S. 432; 

Dover vs. Greenwood, 154 Fed. 854; 

Central Railway Signal Co. vs. Jackson, 254 Fed. 

103; 

Colman vs. Hathaway, 285 Fed. 602; 

Harper vs. Zimmerman, 41 F. (2d) 261. 

The error relied upon consists in the ruling of the Court 
below that the Complaint did not set forth the facts which 
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constituted a refusal of a patent by the Commissioner of 
Patents, within the meaning of Section 63, Title! 35, U. S. C. 
(R. p. 43). | 

I 

II. The Allegations of the Complaint. 

Stripped of a great mass of detail which is injimaterial to 
a determination of the present motion, the facts set forth in 
the complaint are as follows: 

The Appellant Briggs and the individual Appellees Sun¬ 
derland, Damon, and Rairden all filed applications in the 
Patent Office for patents covering inventions haying certain 
characteristics in common. In accordance with Patent Office 
practise, an interference was declared after cerjtain claims 
common to all had been held allowable by the Primary Ex¬ 
aminer. Then, likewise in accordance with Patent Office 

i 

practise, Briggs moved for the introduction into the inter¬ 
ference of certain additional counts. This motion was fol¬ 
lowed by counter motions of the Appellees Sunderland and 
Rairden to dissolve the interference as declared jby the Ex¬ 
aminer and by opposition to Briggs’ Motion to Ajdd Counts. 
All of these motions "were heard before the Acting Examiner 
of Interferences, who granted Sunderland’s and Rairden’s 
motions to dissolve the counts already in interference and 
denied Briggs’ Motion to Add Counts except certain Counts 
Nos. 20 and 24, which became the subject-mattey of the in¬ 
terference in redeclared form. The ground of ^he Acting 
Examiner's decision was unpatentability on the j prior art. 
Briggs then applied for a rehearing of the Acting Exam¬ 
iner’s decision, which was granted, resulting in an affirmance 
by the Examiner of Interferences of the decision of the Act¬ 
ing Examiner. Briggs then appealed to the Board of Ap¬ 
peals of the Patent Office, which affirmed the decisions of 
the Acting Examiner and of the Examiner and likewise held 
the rejected counts unpatentable on the prior art. 
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The case then Trent to the Primary Examiner 'who re- 
declared the interference with two counts, which interference 
is now pending. The present suit was then instituted. 

III. The Statutes bearing upon the issues 
raised by the motion. 

While a suit of the general nature of the present had some 
legislative history from a very early date, it is not believed 
necessary to go back of the passage of Section 4915 of the 
Revised Statutes. 

Section 4915 of the Revised Statutes in its original form 
read as follows: 

“Whenever a patent on application is refused either 
by the Commissioner of Patents or by the Supreme 
Court of the District of Columbia upon appeal from the 
Commissioner, the applicant may have remedy by^bill 
in equity * * 

At the same time, Section 4911 of the Revised Statutes 
came into operation, providing that, if a party except a party 
to an interference was dissatisfied with the decision of the 
Commissioner (on appeal to the Commissioner), he could 
appeal to the Supreme Court of the District of Columbia. 

In other words, the Revised Statutes permitted an appeal 
to the Supreme Court of the District from a decision of the 
Commissioner in an ex parte proceeding but not in an inter¬ 
ference proceeding. The significance of the words of Section 
4915, 

“Whenever a patent on application is refused either 
by the Commissioner of Patents or by the Supreme Court 
of the District of Columbia upon appeal from the Com¬ 
missioner, 

was therefore made clear and meant that in an interference 
case a party could go directly from a decision of the Com¬ 
missioner to a suit under Section 4915, but that in an ex 
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parte case lie must first prosecute Ms appeal to the Supreme 
Court of the District. It was so held in the case of— 

i 

In re: Squire, 3 Ban. & A., 133, Federal Case No. 

13,269, 1877. 

However, by Section 9 of the Act of April 3, 1893 estab¬ 
lishing the Court of Appeals for the District of Columbia, 
it was provided, among other things, that— 

I 

“any party aggrieved by a decision of the Commissioner 
of Patents in any interference case may appeal there¬ 
from to the said Court of Appeals.” 

i 

In other words, interference cases as well as ex parte cases 
were in 1893 made appealable to the Court of tjhe District 
having jurisdiction of Patent Appeals. 

In 1896 it was decided by Judge Wales in the Circuit 
Court of the District of Delaware that, by virtue of the 
amendment of 1S93 above quoted, an appeal to the Court of 
Appeals became a prerequisite to a suit under Section 4915 
not only in ex parte cases but in interference casei as well— 
this in spite of the fact that Section 4915 still remained in 
the form as it was originally passed. 

No change was made in either Section 4911 or Section 
4915 of the Revised Statutes until the Act of March 2, 1927 
(before the present suit was instituted), when both Sections 
4911 and 4915 were amended. The parts, as amended, ma¬ 
terial to the present question are as follows: j 

Section Jfill (Now Section 59a, Title 35 U. S. C.) : 

“If any applicant is dissatisfied with the decision of 
the Board of Appeals, he may appeal to the! Court of 
Appeals of the District of Columbia, in which case he 
waives his right to proceed under Section 4915 of the 
Revised Statutes. If any party to an interference is 
dissatisfied with the decision of the Board of Appeals, 
he may appeal to the Court of Appeals of the District 
of Columbia * * I 
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Section Jfil5 (Now Section 63, Title 35 U. S. C.): 

“Whenever a patent on application is refused by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the Board of Ap¬ 
peals to the Court of Appeals of the District of Columbia 
and such appeal is pending or has been decided in which 
case no action may be brought upon this section, may 
have remedy by bill in equity if filed within six months 
after such refusal * * 

The effect of the amendment was to establish a basis for 
an equity suit that was entirely different from that which 
bad gone before. While previously an appeal to the Court 
of Appeals had been the necessary prerequisite, the amend¬ 
ment substituted for it a mere refusal by the Commissioner 
of Patents. Although an applicant, either ex parte or a 
party to an interference, was still given the right , if he 
wished to exercise it, to appeal to the Court of Appeals in a 
proper case, he was not confined to that remedy. He could, 
if he wished, stand on the fact that the Commissioner of 
Patents had refused a patent and proceed accordingly. 

It is to be noted that the ground of a suit under 4915 
(U. S. C., Section 63, Title 35) is a “refusal of a patent by 
the Commissioner”, and the question raised by the present 
motion is—Has the Commissioner of Patents refused a pat¬ 
ent to Briggs in the sense of the Statute? This obviously 
leads to an examination of the procedure carried out by the 
Patent Office in treating and passing upon applications for 
patents and to a determination by this Court of the question 
as to when and under what conditions the Commissioner of 
Patents may be said to have “refused” a patent to an appli¬ 
cant. It also involves the question as to how far this Court 
or the Court below is bound by the Commissioner’s own 
characterization of the effect of his own acts, solemnly per¬ 
formed in the exercise of his official powers- 
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IV. The ruling of the Board of Appeals of the 
Patent office, the effect of which was to deny the 
patentability to Briggs of certain connts in 
interference and proposed for interference, 
constituted a “refusal” of a patent by the 
Commissioner of Patents. ! 


The essential facts in the history of the prosecution of the 
Briggs application in the Patent Office have already been 
set forth. It only remains to discuss their significance and 
ascertain whether or not any acts of the Commissioner of 
Patents or his subordinate tribunals constitute a “refusal” 
of a patent to Briggs and, as a consequence, entitle him to 
the relief provided for in Section 4915 (U. S. C.j Section 63, 
Title 35). I 

The proceedure in the Patent Office and its method of deal¬ 
ing with applications for patents are governed bv various 
provisions of the Statutes, by rules and regulations estab¬ 
lished by the Commissioner, by decisions made |by him, by 
his several tribunals that assist him, by the Cohrt of Cus¬ 
toms and Patent Appeals (including its predecessor courts), 
and by the Supreme Court of the United States) Of these 
several sources of authority, the main guide thht governs 
the details of handling and dealing with applications for 
patents is to be found in the Rules of Practice of the Patent 
Office as promulgated by the Commissioner frojn time to 
time. These rules and regulations, like rules afid regula¬ 
tions of various other departments of the Government have, 
if not in violation of the Federal Statutes, the fojrce of law 
in all matters to which they relate— 


Revised Statutes Section 483; 

United States ex rel . Steinmetz v. Allen, 
543. 


192 U. S. 


i 

The one hundred and ninety-nine (199) rules of the Patent 
Office now in force deal with a great variety of subjects 
relating to the conduct of the Patent Office and its officials, 
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but those which, deal “with the form and manner of treating 
an application for patent are, of course, the important ones 
for the purposes of the matters under present consideration. 

Rules 30-62 deal with the formalities of an application, 
stating its requirements—such as a complete description, 
petition, oath, drawings in suitable form, and like matters. 

Rules 63 and 64 deal with the nature and extent of the 
examination to which applications are to be subjected. 

Rule 65 states in substance that, when the application 
has been examined and any claims rejected, the applicant 
will be notified and the reasons stated. If the applicant per¬ 
sists in his claim, the application will be re-examined and, 
if upon re-examination the claim is again rejected, the rea¬ 
sons will be stated. 

Rule 66 requires the Examiner to make a thorough investi¬ 
gation of the prior art and, if he rejects the claims, to cite 
his references. 

The applicant may amend his application as often as the 
Examiner presents new references (Rule 68). 

Provision is made by Rule 93 and following rules, to and 
including Rule 132, to take care of situations where there 
are two or more applications disclosing and claiming the 
same or substantially the same invention, such a situation 
being termed “an interference”. 

To summarize the interference rules, it is provided that, 
when an interference is found to exist, the Primary Exam- 
iner shall forward to the Examiner of Interferences the files 
and drawings, notices of interference for all of the parties, 
the counts or claims of the respective parties which are in 
conflict, the other data not important for present purposes. 
The Examiner of Interferences is then required to examine 
the notices of interferences to ascertain whether the issues 
have been! clearly defined and whether they are in other 
respects correct (Rule 98). If found to be correct, the Ex¬ 
aminer of Interferences takes jurisdiction of the interference, 
which then becomes what is known as a “contested case” 
(Rule 101). The notices of interference, which are then 
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sent to the parties, require the filing of Preliminary State¬ 
ments by each of them; that is, statements setting forth their 
dates of invention, reduction to practice, and other events in 
the history of the development of the respective inventions 
prior to the filing of the applications for the same (Rules 
102 and 110). After the Preliminary Statements are filed, 
further notices are sent out fixing periods within which tes¬ 
timony may be taken by the respective parties and also,— 
which is important in the present case,—the tjime within 
which the parties may file with the Examiner of Interferences 
the Motions provided for in Rules 109 and 122. 

Rule 109 permits an applicant, after an interference has 
been declared, to file an amendment to his application con¬ 
taining any claims which, in his opinion, should t^e made the 
basis of interference between himself and any of the other 
parties, and further states that such a Motioii, when in 
proper form, will be set for hearing before the Examiner of 
Interferences. Such a Motion was made by the Appellant 
Briggs in the interference with these Appellees; that is to 
say, an interference—or to be more exact—two interferences 
—were declared between Briggs and these Appellees, where¬ 
upon Briggs, being of the opinion that the issues! should be 
elaborated and further defined, filed just such an amendment 
and motion as is provided in Rule 109. It is to be noted 
that Rule 109 also states that, while an interference is pend¬ 
ing, amendments to the specification will not be received 
without the consent of the Commissioner except a^ the rule 
itself provides. In other words, once the interference is 
declared, it is solely in the control of the Examine^ of Inter¬ 
ferences except for the purpose of enabling an applicant to 
file an amendment containing additional claims which he 
thinks should be the basis of interference between himself 
and the other parties, together with a motion to add them to 
the interference. Such a motion may be, and in this par¬ 
ticular case was, filed and opposed by the other interferants. 

Rule 122 also provides for a motion to dissolve ihe inter¬ 
ference on the ground, among others, that none of the appli- 


10 

cants is entitled to make the interfering claims, for the 
reason that they are unpatentable to any of them in view of 
the prior art. A motion of this character is obviously for 
the purpose of relieving the Patent Office from deciding a 
moot question, as the questions of priority of invention would 
be if the counts were unpatentable to anybody by reason of 
having been anticipated or devoid of invention. Such a mo¬ 
tion was made by both Sunderland and Rairden. 

As hereinbefore stated, Briggs’ Motion to Add Counts was 
denied (except as to Counts 20 and 24) and Sunderland’s and 
Rairden’s Motions to Dissolve were granted, the decision in 
each case being on the ground that, by reason of the state 
of the prior art, the claims were not patentable to any of 
the parties. A rehearing was obtained by Briggs before the 
Examiner of Interferences, and the decision of the Acting 
Examiner was followed. Thereafter Briggs appealed from 
these decisions to the Board of Appeals of the Patent Office 
and the decisions of the examiners were affirmed. The Pri¬ 
mary Examiner then redeclared the interference omitting 
the claims which had been rejected by the Board. 

The duties of the Board of Appeals are defined in Section 
482 of the Revised Statutes quoted above as being— 

“to review and determine upon the validity of the ad¬ 
verse decisions of Examiners upon applications for pat¬ 
ents and for reissues of patents and in interference 
cases.” 

The procedure whereby an applicant avails himself of the 
provisions of this section of the Statute is set forth in Rules 
133 to 146, both inclusive. More particularly, appeals from 
decisions on motions for dissolution are dealt with in the 
first paragraph of Rule 124 by which it is provided that— 

“where, on motion for dissolution, the Examiner of In¬ 
terferences renders an adverse decision upon the merits 
of a party’s case, as when he holds that the issue is not 
patentable or that a party has no right to make a claim, 
he, the Examiner of Interferences, shall fix a limit of 
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appeal not less than twenty days from tfce date of his 
decision. Appeal lies to the Board of Appeals and will 
be heard inter partes. If the appeal be not taken within 
the time fixed, it will not be entertained except by per¬ 
mission of the Commissioner.’’ j 


Therefore, an appeal to the Board of Appeals from a deci¬ 
sion of an Examiner of Interferences dissolving the counts 
of an interference on the ground of unpatentability over the 
prior art is expressly authorized by Rule 124. This rule, 
therefore, authorized Briggs to appeal from the decision of 
the Examiner of Interferences insofar as that decision held 

I 

the claims in the original declaration of interference unpat¬ 
entable over the prior art. The right of appeal |to the Board 
of Appeals from the decision denying Briggs’ potion to Add 
Counts is also derived from the first paragraph! of Rule 124, 
as interpreted by Mortimer vs. Thomas, 1913 C. LD. 144; Mor¬ 
ris vs. Johnson , 1910 C. D. 230 and numerous other cases. 

The somewhat detailed history of the Briggs application 
in the Patent Office leading up to the decision 6f the Board 
of Appeals of the Patent Office shows that Briggs has faith¬ 
fully availed himself of the machinery of the patent Office 
provided by Statute, the Patent Office rules, and the decisions 
of the Commissioner and the Courts, to procure a ruling on 
the patentability of certain counts to which he considered 
himself entitled but which the Commissioner, solemly speak¬ 
ing through his Board of Appeals has considered unpatent¬ 
able and so formally announced. The case was remitted to 
the Primary Examiner and the claims in question eliminated 
from the application. This ends the matter for Briggs in 
the Patent Office and in the Courts except for the right 
granted by Section 4915 of the Revised Statutes to institute 
a suit in equity to “authorize” the Commissioned to issue a 
patent containing the rejected counts. 

He cannot secure a favorable ruling by application to the 
Primary Examiner, since, regardless of the merits, the Pri¬ 
mary Examiner would not entertain the claims in view of 
the decision of the Board of Appeals by which, ! under the 
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rules and decisions of the Patent Office, lie is bound. If the 
claims involve no invention, it would be illegal to issue them 
in a patent, and, consequently, as things now stand, a rever¬ 
sal of the ruling that they are unpatentable would be neces¬ 
sary before they could issue. The Patent Office offers no 
procedure for obtaining such a reversal. 

V. Decisions Bearing on tlie Question. 

We are, of course, aware of the decision of Mr. Justice 
Bailey in the case of— 

Deshell Laboratories, Inc., vs. Squibbs & Sons and 
Robertson, Commissioner, 

reported 4G7 O. G. 3 and 9 U. S. Patent Quarterly 414, in 
which the Court said: 

“I think that the action of the Board of Appeals of 
the Patent Office in dissolving the interference and hold¬ 
ing that the plaintiff cannot make a certain claim was 
interlocutory only in that the plaintiff had not been 
refused the patent by the Commissioner of Patents with¬ 
in the meaning of Section 4915, Revised Statutes. The 
bill will, therefore, be dismissed without prejudice to 
filing a bill in equity in the event that he should finally 
be refused a patent by the Commissioner.” 

We see no difference in the application of the doctrine of the 
Deshell Laboratories case to one like the present where the 
claims have been refused admission because they are unpat¬ 
entable and, therefore, frankly urge that, for the reasons set 
forth in this brief, the decision be overruled. Mr. Justice 
Bailey’s opinion, as may be observed, throws no light on 
what would constitute a refusal of a patent by the Commis¬ 
sioner except that it states that another bill could be filed 
in the event that he, the applicant, should finally be refused 
a patent by the Commissioner. While the word “finally” 
does not occur in the statute, we would of course admit the 
absurdity of construing the word “refusal” as covering any 
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of the numerous actions of the Patent Office |for which a 
review under formulated rules is provided. What is con¬ 
tended is that Briggs’ application has been prosecuted to a 
stage of definiteness where all things have been done that 
are prescribed by the rules and that the final Outcome has 
been that he has been denied a patent by a riling of the 
Board of Appeals based upon reasons which cannot be cured 
by any subsequent action of the Office. All thht is left to 
him, if anything is left at all, is to go through tjhe idle pro¬ 
ceeding of again asking the Examiner to allow ihe rejected 
claims (which he would not and could not do), then to appeal 
to the Board of Appeals, re-argue the identical Questions of 
patentability that have already been argued and passed upon, 
and accept the only decision which the Board c^uld make, 
namely, a decision similar to that which it previously made. 
The futility of such a procedure and its accompanying delay 
and expense are altogether too obvious to require Elaboration. 

The thought which we are endeavoring to express could be 
no more aply put than as in the case of— 

McKnight vs. Metal Volatilization Co., 128 Fed. 51, 
where Judge McPherson said: 

“The facts of the present controversy are brijefly these: 
An interference was declared in the Patent Office between 
the complainant and two other persons, who afterwards 
assigned their interest to the Metal Volatilization Com¬ 
pany; and this dispute was decided against theicomplain- 
ant by the acting examiner in charge of interferences, by 
the Board of Examiners-in-Chief, by the Commissioner 
of Patents, and by the Court of Appeals for th|e District 
of Columbia.* No further step has been taken by the 
Patent Office, and the remaining question raised by the 
plea is whether this court has any jurisdiction of the 
pending bill in view of the fact that the complainant^$ 
application has not yet been formally refused, end. that 


i 

* At the time this case was decided, an appeal to the Court of 
Appeals of the District of Columbia was a prerequisite to a! suit under 
Section 4915. 
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a patent has not yet been actually granted to the defend¬ 
ant company. The complainant 9 s position is that the 
proceedings thus far taken cure, in effect, a refusal of the 
patent, and it seems to me that this position is correct. 
It cam hardly be supposed that, after the question has 
been four times examined and four times decided against 
the complainant, a change of opinion in the Patent Office 
is likely to take place** Moreover, since the decision 
of the Court of Appeals is to govern the further proceed¬ 
ings in the case, as provided by Section 4915, no change 
of opinion in the Patent Office could affect the decree 
of the court, and it has not been suggested that any ap¬ 
plication has been made to that tribunal for a hearing. 
I think, therefore, it would be stickinq in the bark to 
insist upon the formality of a refusal, which has in es¬ 
sence been already made, for this would simply mean 
that the complainant must begin over again after a few 
superfluous words have been entered upon the records 
of the Patent Office. 99 ** 

In the case of 

Fessenden vs. General Electric Co., 6 U. S. Patent 
Quarterly 1, 

the Plaintiff, after a decision by the Board of Appeals hold¬ 
ing that the claims of an interference did not read on the 
Plaintiffs disclosure, brought suit in the Northern District 
of New York against the adverse parties to the interference, 
in which suit the Commissioner was not joined. Judge 
Cooper held that the suit would not lie against the Defend¬ 
ants because they were not adverse parties in the sense of the 
Statute. He added, however: 

“His only cause of action is against the Commissioner 
of Patents on the assumption that the dissolution of the 
interference proceedings because of assumed lack of dis¬ 
closure of the invention claimed, is equivalent to a denial 
of the patent. 77 


** Italics ours. 


15 


Like the Deshell Laboratories case, the Fessenden suit was 
based on a ruling by the Board of Appeals holding that the 
counts in interference did not read on the Plaintiff’s struc¬ 
ture. In the present case the ruling is based bn unpatent¬ 
ability of the counts to all of the parties. 

As has been remarked in connection with the consideration 
of the Deshell Laboratories case, we perceive np difference 
between the case where dissolution is on the grolund of lack 
of disclosure by one of the parties and the casq where the 
claims are held unpatentable to all the parties, $nd frankly 
state that our contention is that adoption of thte views ex¬ 
pressed in the Fessenden and McKnight cases will satisfac¬ 
torily serve the ends of justice without violation <|)f the Stat¬ 
ute and without sacrifice of the rights of any parties 
concerned. I 

Much is made of the objection that the court below cannot 
entertain this suit because it incidentally involves a question 
of priority as between rival claimants that hasj not been 
passed upon in the Patent Office in an interference declared 
under the provisions of Section 4904 of the Revised Statutes 
(U. S. C., Section 52, Title 35). Adoption of this point of 
view, however, would lead to some curious conclusions. It is 
admitted by these appellees that if this appellant should, after 
the present interference with two counts has been decided, 
present the rejected counts again to the Examiner, accept his 
inevitable rejection, appeal to the Board of Appeajls, which, 
of course, would affirm the Examiner—he would t|hen be in 
a position to institute a suit against the Commissioiier under 
Section 4915 or, if he chose, appeal to the Court of Customs 
and Patent Appeals. However, it is to be observe^ that up 
to that point the Patent Office would not have rulbd on the 
question of priority as between rival claimants to tjhe inven¬ 
tion. On the other hand, the Court must entertain I the suit, 
because there would, in the very words of the Statutq, as it is 
now framed, and on these appellees’ own theory, have been 
a final “refusal” by the Commissioner of a patent tb Briggs. 
Still again, it is to be noted that priority is one of the issues 
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that must be decided by the Court, for otherwise the Court 
could not “adjudge that such applicant is entitled, according 
to law, to receive a patent for his invention, as specified in 
his claim or for any part thereof, as the facts in the case may 
appear.” On no conceivable theory of interpretation could 
the Court determine merely the question of patentability over 
the prior art, leaving the question of priority of invention 
undecided or sending it to the Commissioner for determina¬ 
tion. The Court is required to adjudge that the applicant is 
or is not entitled to a patent and is obligated to consider all 
issues which are necessary for determination in ascertaining 
whether or not the applicant is entitled to a patent. The 
force of the objection which we are now discussing, although 
perhaps at first somewhat impressive, becomes decidedly weak 
when viewed in this light. 

VI. The Statute as now phrased does not re¬ 
quire the same prerequisite to a suit In Equity 
as it does in the case of an appeal to the Court 
of Appeals. 

U. S. C., Section 63, Title 35, provides that— 

“the applicant, unless appeal has been taken from the de¬ 
cision of the Board of Appeals to the Court of Customs 
and Patent Appeals * * * in which case no action may 
be brought under this section, may have remedy by bill 
in equity, if filed within six months after such refusal.” 

The right to institute a suit in equity is based, as has been 
said numerous times before in this brief, on a refusal by the 
Commissioner of Patents to grant a patent. It states, neither 
expressly nor by implication, that the prerequisites to a suit 
are commensurate with the prerequisites to an appeal. The 
prerequisites to an appeal are set forth in Section 4911 (U. 
S. C., Section 59a, Title 35) and not in Section 4915. The 
sole prerequisite to a suit is a refusal to issue a patent, and 
it is believed that it has been satisfactorily demonstrated that 
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i 

1 

the decision of the Board of Appeals in this case has the 
character of finality which fully complies with ^he condition 
of the Statute. The Court of Customs and Patent Appeals 
and its predecessors, in patent appeals, namely, the Court 
of Appeals of the District and Supreme Court ofj the District, 
have rendered decisions holding that an appeajl under Sec¬ 
tion 4911 does not lie from a decision of the Board of Appeals 
dissolving an interference or refusing to admit claims into 
an interference. These decisions, however, are based on an 
interpretation of Section 4911 and in no way purport to inter¬ 
pret Section 4915. If it had been intended to b^se the right 
to a suit on the same event as fixed the right Of appeal, it 
would have been a simple matter to so state, but| the Statute 
is not concerned with the question as to whether or not an 
appeal was permissible. It is merely concerned with the 
question as to whether or not the Commissioner has refused 
a patent. It does say, in effect, that, if an appeal has been 
taken from a decision of the Board of Appeals, the suit would 
not lie, but that is a thing entirely different from making 
the right to a suit under 4915 dependable on the (same event 
as is required for an appeal under Section 49lt. Section 
4915 relates directly to substantive rights and not to form. 

It is respectfully submitted that the decree of the Supreme 
Court should be reversed. 

I 

i 

Sol Shappirio, j 

Attorney for Appellants, 
Washington Loan & Trust Building, 

Washington, D. C. 

Frederick S. Duncan 
John H. Hilliard, 

Counsel, 
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New York, N. Y. 
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Revised Statutes. 

Section 4911,1874. 

If such party, except a party to an interference, is dis¬ 
satisfied with the decision of the Commissioner, he may 
appeal to the Supreme Court of the District of Colum¬ 
bia, sitting in banc. 

Revised Statutes. 

Section 4915,1874. 

Whenever a patent on application is refused, either by 
the Cbmmissioner of Patents or by the Supreme Court 
of the District of Columbia upon appeal from the Com¬ 
missioner, the applicant may have remedy by bill in 
equity ; and the court have cognizance thereof, on notice 
to adverse parties and other due proceedings had, may 
adjudge that such applicant is entitled, according to law, 
to receive a patent for his invention, as specified in his 
claim, or for any part thereof, as the facts in the case 
may appear. And such adjudication, if it be in favor of 
the right of the applicant, shall authorize the Commis¬ 
sioner to issue such patent on the applicant filing in the 
Patent Office a copy of the adjudication, and otherwise 
complying with the .requirements of law. In all cases, 
where there is no opposing party, a copy of the bill shall 
be served on the Commissioner; and all the expenses of 
the proceeding shall be paid by the applicant, whether 
the final decision is in his favor or not. 

Section 9, Judicimy Act of 1893. 

That the determination of appeals from the decision 
of the Commissioner of Patents, now .vested in the gen¬ 
eral term of the Supreme Court of the District of Colum¬ 
bia, in pursuance of the provisions of section 780 of the 
Revised Statutes of the United States, relating to the 
District of Columbia, shall hereafter be and the same is 
hereby vested in the Court of Appeals created by this 
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act; and in addition, any party aggrieved by a decision 
of the Commissioner of Patents in any interference case 
may appeal therefrom to said Court of Appeals. 

Section 59a, Title So, TJ . S. C. (former Sectipn 4911 of 
Revised Statutes as amended). I 

i 

If any applicant is dissatisfied with the decision of the 
board of appeals, he may appeal to the United States 
Court of Customs and Patent Appeals, in which case he 
waives his right to proceed under section 63 of this title. 
If any party to an interference is dissatisfied with the 
decision of the board of appeals, he may appeal to the 
United States Court of Customs and Patent Appeals, 
provided that such appeal shall be dismissed if any ad¬ 
verse party to such interference shall, within twenty 
days after the appellant shall have filed notice of appeal 
according to section 60 of this title, file notice with the 
Commissioner of Patents that he elects to have all 
further proceedings conducted as provided in Section 63. 
Thereupon the appellant shall have thirty days there¬ 
after w r ithin which to file a bill in equity under said sec¬ 
tion 63, in default of which the decisions appealed from 
shall govern the further proceedings in the case. If the 
appellant shall file such bill within said thirty days and 
shall file due proof thereof with the Commissioner of 
Patents, the issue of a patent to the party | awarded 
priority by said board of appeals shall be withheld pend¬ 
ing the final determination of said proceeding under said 
section 63. j 

Section 63, Title So, U. S. C. (former Section 4915 of Re¬ 
vised Statutes as amended). j 

I 

Whenever a patent on application is refuse^ by the 
Commissioner of Patents, the applicant, unless appeal 
has been taken from the decision of the board of j appeals 
to the United States Court of Customs and Patent Ap¬ 
peals, and such appeal is pending or has been decided, 
in which case no action may be brought under this sec¬ 
tion, may have remedy by bill in equity, if filed] within 
six months after such refusal; and the court having 
cognizance thereof, on notice to adverse parties and other 
due proceedings had, may ad judge that 
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_entitled, .accordi ng to l aw^tqjc eceive a patent for his 

as specified in Ms claim, or for Uny part 
’^BEfereof, as the facts in tlie case may appear- And such 
adjudication, if it be in favor of the right of the appli¬ 
cant, shall authorize the Commissioner to issue such 
patent on the applicant filing in the Patent Office a copy 
of the adjudication and otherwise complying with the 
requirements of law. In all cases where there is no 
opposing party a copy of the bill shall be served on the 
Commissioner: and all the expenses of the proceedings 
shall be paid by the applicant, whether the final decision 
is in Ms favor or not. In all suits brought hereunder 
where there are adverse parties the record in the Patent 
Office shall be admitted in whole or in part, on motion 
of either party, subject to such terms and conditions as 
to costs, expenses, and the further cross-examination of 
the witnesses as the court may impose, without preju¬ 
dice, however, to the right of the parties to take further 
testimony. The testimony and exhibits, or parts thereof, 
of the record in the Patent Office when admitted shall 
have the same force and effect as if originally taken and 
produced in the suit. 
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John A. Roebling’s Sons Company, 
Charles C. Sunderland, American 
Steel & Wire Company, Albert S. 
Rairden, American Brass Company, 

John C. Damon, and Thomas E. 

Robertson, Commissioner of Pat¬ 
ents, 

Appellees. 


Appeal from the Supreme Court of the 
District of Columbia. 

I 

BRIEF FOR THE APPELLEES JOHN A. 
ROEBLING'S SONS COMPANY and j 
CHARLES C. SUNDERLAND. 

This is an appeal from a Decree dismissing kp- 
pellants 7 Bill of Complaint upon a motion filed by 
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defendants as appears from the Opinion and De¬ 
cree (R. 41) rendered on the motion to dismiss 
(R. 21). 


Statement of the Case. 

As appears from the Bill of Complaint, Briggs 
was involved in two interferences in the Patent 
Office as follows: 

Interference No. 58,312, Briggs v. Sunderland 
v. Rairden v. Damon, 

Interference No. 58,313, Briggs v. Rairden v. 
Damon. 

Each of the two interferences was dissolved on 
motions under Rule 122, on the ground of non¬ 
patentability. Briggs’ motion to add counts under 
Rule 109 was also denied on the same ground by the 
Examiner of Interferences except as to two counts 
20 and 24. Briggs appealed from the decision of 
the Examiner of Interferences to the Board of Ap¬ 
peals, which Board affirmed the decision of the 
Examiner of Interferences. The decision of the 
Board of Appeals was rendered September 15, 

1931, as stated in paragraph XVIII of the Bill (R. 
31). Based upon that decision as a refusal of the 
patent appellants filed the Bill on February 29, 

1932, alleging it to be under Section 4915 R. S. 
(R. 3). 

The main question raised ton this Appeal is 
whether a decision of the Board of Appeals of the 
Patent Office, upholding the dissolution of two in¬ 
terferences and the denial of a motion to add 
counts, is a refusal of a patent within the meaning 
of Sec. 4915 R. S. (35 TJ. S. C., Sec. 63). The 
Appellants’ argument, in brief, is that such a deci- 
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sion, when based on the unpatentability of the 
claims involved, is a final decision on the| ques¬ 
tion of patentability; that a formal refusal! must 
inevitably follow; and that all that remaiiis for 
the Appellants in the Patent Office is compliance 
with idle formalities on which this Court Should 
not insist. We shall show: first, that the decision 
is purely interlocutory; second, there has been no 
refusal of a patent and that substantial steps re¬ 
main to be taken before a patent can be refused to 
the Appellants. 

A further question is whether the plaintiff^ can 
have this bill against the defendants other thaja the 
Commissioner of Patents, and we shall show: t|hird, 
that none of the defendants except the Commis¬ 
sioner is a proper party to a bill under Sec. 4915 
R. S. based on refusal of a patent and fourth, that 
plaintiffs are estopped to bring this suit as to all 
defendants, except the Commissioner of Patent^, by 
a decree of the District Court for the District of 
New Jersey. 


I* The decision of the Board of Appeals 

is interlocutory. 

An interference proceeding is a creature of stat¬ 
ute, arising out of Sec. 4904 R. S. (35 U. S. C., 
Sec. 52); its sole purpose is to determine the is^ue 
of priority; the only final order possible is an aw^rd 
of priority. Motions to dissolve or to add counts 
have their origin in the practice of the Office (Rules 
of Practice, 109 and 122) not in the statute, and 
can result only in a determination as to whether fhe 
interference is properly declared. A decision on 
such motions is interlocutory. 


4 


This point is clear under the authorities : 

“A motion to dissolve is interlocutory, and 
appeal will not lie to this court from an order 
thereon. The question of priority cannot be 
determined in proceedings purely upon the mo¬ 
tion, for the elementary reason that, if the 
motion is denied, the soundness of the ruling 
is a question ancillary to the final judgment on 
priority, and may be considered on an appeal 
from the final order on priority (Podlesak v. 
Mclnnerney, C. D. 1906, 53S; 120 O. G. 2127; 
26 App. D. C. 399), while, if the motion be 
sustained, it ends the interference and no cause 
of action survives or exists upon which an 
order of priority can be based.” 

Carlin v. Goldberg, 45 App. D. C. 540; 

1917 C. D. 128, 236 O. G. 1222. 


“I think that the action of the Board of 
Appeals of the Patent Office in dissolving the 
interference and holding that the plaintiff can¬ 
not make a certain claim was interlocutory 
only in that the plaintiff had not been refused 
the patent by the Commissioner of Patents 
within the meaning of Section 4915, Revised 
Statutes. The bill will, therefore, be dismissed 
without prejudice to filing a bill in equity in 
the event that he should finally be refused a 
patent by the Commissioner.” 

Deshell Laboratories v. Squibb & Sons 
and Robertson, Commissioner of Pat¬ 
ents, 407 O. G. 3, 9 U. S. Pat. Quart. 
414. 


“We further hold that determination of the 
patentability or non-patentability in an inter¬ 
ference case is an interlocutory proceeding and 
we have no jurisdiction of an appeal from a 
decision upon it, no adjudication of priority 
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having been made by the tribunal fronji which 
the appeal is taken.” 

Headley & Thompson v. Bridges, 410 
O. G. 544, 548. 48 Fed. (2d) 938. 

i 

I 

The motion to dismiss was granted and no appeal 
taken. 

The principles controlling this case have been 
well stated by this court, as follows: 

“It is true the right of appeal in interference 
cases is given to this court in general |terms. 
There is no specific mention of the character of 
orders or decisions from which appeals njiay be 
taken; but the terms of the statute should re¬ 
ceive a reasonable interpretation and be sp con¬ 
strued as to avoid multiplying litigation cir pro¬ 
ducing unnecessary delay and expense tjo the 
parties concerned, and to prevent, as fer as 
possible, embarrassment and hinderance to the 
proceedings in the Patent Office. The right 
of appeal from all orders or rulings would cer¬ 
tainly produce deplorable results, and fe the 
inventor having but small means the ordeal of 
the Patent Office would become a terror and a 
menace instead of a place of encouragement 
and protection. In our opinion it was not the 
intention of Congress, in the employment of 
the general terms of the statute, to grant the 
right of appeal to this court from mere inter¬ 
locutory or preliminary orders or rulings in 
interference proceedings. By such ruling^ no 
definite determination of the merits of the |case 
is made. The ultimate determination in ^uch 
cases by the Commissioner of Patents is ofj the 
question of priority of invention, and that 
is the only decision from which an appeal will 
lie to this court in such cases. The refusal of 
the motion in this case is not such a decision 
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by the Commissioner of Patents as will justify 
an appeal.” 

Westinghouse, Jr., v. Duncan, 2 App. 

D. C. 131; C. D. 1894, p. 170. 

See also 

Cosper v. Gold & Gold, 34 App. D. C. 194; 

Gowan v. Hendry, 37 Fed. (2d) 426; 

Lowry v. Allen, 203 IT. S. 476; 

In re Fullager, 32 App. D. C. 222; 138 

O. G. 259; 

Sundback vs. Blair and Perrault (C. C. 

P. A.), 18 C. C. P. A. 1016, 47 Fed. 

(2d), 378. 

The ease of McKnight v. Metal Volatilization 
Co., 128 Fed. 51, relied upon by Appellants, in¬ 
volved the following set of facts: a decision against 
the plaintiff on the issue of priority was had in the 
Patent Office and affirmed by the Court of Appeals 
for the District of Columbia. The Court held that 
it would not require a formal refusal of a patent as 
a prerequisite to suit under Sec. 4915 R. S. The 
inapplicability of this case is apparent since the 
decision involved was clearly final, determining the 
issue of priority of invention. 

The suggestion quoted by Appellants from Fes¬ 
senden v. General Electric Co., 6 U. S. Pat. 
Quart. 1, as to a cause of action existing against 
the Commissioner “on the assumption that the dis¬ 
solution of the interference proceedings because of 
assumed lack of disclosure of the invention claimed, 
is equivalent to a denial of the patent”, is doubly 
beside the point. It is pure obiter dicta , a gratui¬ 
tous statement by a court concerning a cause of 
action of which it could never take jurisdiction. 



II. There has been no refusal of a 

i 

patent to the Appellants. 

The Commissioner, pursuant to the 
vested in him by Sec. 483 R. S. (35 U. S. 

6), has provided the mode of refusal of a patent: a 
final rejection, by the Primary Examiner, com¬ 
municated to the applicant, and followed tjy an 
affirmance by the Board of Appeals (Rules of prac¬ 
tice 65, 132, 133, 134, 141). Provision for spell a 
notice after a decision on a motion under Rules 109 
or 122 is conspicuously absent; which absence 
evinces an intention on the part of the Conimis- 
sioner to hold matters in abeyance. What authority 
this or any other Court would have to disregard a 
regulation of the Commissioner not inconsistent 
with statute, and hence having the force of {law, 
does not appear. 

U. S', ex rel. Steinmetz v. Allen, 192 
U. S. 543. 

The Supreme Court of the District, in Desh}ell 
v . Squibb, supra, has held that a dissolution urjder 
Rule 122 is not a refusal of a patent within the 
meaning of Sec. 4915 R. S. The Court of Customs 
and Patent Appeals, in Headley v. Bridges, supra, 
has likewise held that such a dissolution is not a 
final decision so as to ground an appeal under ^ec. 
4911 R. S. It is impossible to comprehend how an 
interlocutory decision can be taken to be equivalent 
to a final refusal of a patent. j 

The Appellants, upon dissolution of the interfer¬ 
ences, were returned to the status of ex parte appli¬ 
cants as to all claims except claims Nos. 76 and $0, 
which are involved in the redeclared interference 
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No. 58,312. The primary examiner took no action 
except to redeclare the interference on claims 76 
and 80, and has not refused to enter the amendment 
containing the other claims excluded from the 
interference, and has not rejected these claims. 
Appellants must comply with Rule 134 and secure 
two rejections of their claims, on which they will 
have the right to an ex parte appeal to the Board of 
Appeals; it does not appear that a patent will 
inevitably be refused by the Primary Examiner, 
particularly if new evidence is presented. 

An entirely new case on the claims passed on by 
the Board of Appeals in the interference may be 
made before the Primary Examiner on the return of 
the case to him after the present interference, and 
the Primary Examiner on such new case is not 
bound by the decision of the Board of Appeals. The 
Board of Appeals has acted only on such informa¬ 
tion as was put before it on the motion to dissolve 
the interference, and under the practice of the 
Patent Office affidavits cannot be used on such mo¬ 
tions. But affidavits as to the prior art before the 
Board of Appeals and on the question of patent¬ 
ability over such prior art can be filed and will be 
considered by the Primary Examiner. On rejec¬ 
tion by the Primary Examiner, request for recon¬ 
sideration and argument, either with or without fur¬ 
ther affidavits, are in order, and only then, in case 
the Primary Examiner repeats his refusal to allow 
the claims, can the rejection be made final for ex 
parte appeal to the Board of Appeals. 

Furthermore, the Appellants’ application now 
includes certain claims (notably Nos. 39, 40, 58 and 
61) which were withdrawn from the motion to add 
counts, as appears from paragraphs XIII and XII 
of the Bill, pages 15 and 7 of the Transcript of 


I 



Record, as to which no action whatever has been 

i 

had '. It will be impossible for the Appellants to 
secure a refusal of any claims, save those involved 
in the redeclared interference, until all claims have 
been passed upon (Rule 134). The wisdom of this 
rule, directed against piecemeal and disorderly 
handling of applications, is scarcely open to Ques¬ 
tion. 

There is clearly no substance in the contention 
that the Patent Office’s disposition of claims qs to 
which it has taken no action is a foregone con¬ 
clusion. Matters which are in no sense merely for¬ 
mal have yet to be disposed of by the Office before 
there can be any refusal of a patent. In the light 
of Secs. 4903 and 4909 R. S. (35 U. S. C. Secs[ 51 
and 57) it is doubtful if the Commissioner has any 
authority to finally deny an applicant’s right tjo a 
patent until the application has been twice rejected 
by the Primary Examiner. 

The Commissioner of Patents has held that, eVen 

i 

after final decision on priority against an applicant 
in an interference and the rejection of the interfer¬ 
ence claims by the Primary Examiner on such 
decision under Rule 132, the case is not closed on 
prosecution and the Primary Examiner cannot [re¬ 
fuse to further consider the claims. '] 

Ex parte Schupphaus, C. D. 1902, 339 j 
Ex parte Lyon, C. D. 1906, 422. 
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III. The parties defendant other than 
the Commissioner of Patents are not 
proper parties to a snit nnder Sec. 4915 
E. S. based on refnsal of a patent. 

Sections 4911 and 4915, containing cross refer¬ 
ences and providing alternative remedies for the 
same grievances, must be construed together. 
McKnight v. Metal Volatilization Co., 128 Fed. 
51. Such construction, from the form of the stat¬ 
utes, should be distributive: the first part of Sec. 
4911 provides for appeals in ex parte cases and the 
first part of Sec. 4915 provides for a suit in equity 
in the same cases; the latter portions of both sec¬ 
tions refer, similarly, to interference cases. Sec¬ 
tion 4915 provides that “in all cases where there 
is no opposing party a copy of the bill shall be 
served on the commissioner; and all the expenses 
of the proceeding shall be paid by the applicant, 
whether the final decision is in his favor or not”. 
The section goes on to provide that “in all suits 
brought hereunder where there are adverse parties 
the record in the Patent Office shall be admitted in 

whole or in part * * * The testimony and ex- 

* 

hibits, or parts thereof, of the record in the Patent 
Office when admitted shall have the same force and 
effect as if originally taken and produced in the 
suit”. This portion employs the same terminology 
“adverse parties” as appears in the latter part of 
Sec. 4911, dealing exclusively with interferences. 
The provision for admission of the record in the 
Patent Office removes all doubt, because no record 
exists in an ex parte proceeding. An “adverse 
party” means a party to an interference. 

Immediately upon dissolution of the interference 


11 


on the claims involved here there ceased to be any 
“adverse parties”. The defendants are “adverse” as 
to the subject matter of this suit only in the jsense 
that the general public is so and can be represented 
in a suit under Sec. 4915 only by the Commissioner. 

I 

IV. The Appellants are estopped ^s to 
all parties except the Commissioned of 
Patents. 

I 

In any event Appellants are estopped from bang¬ 
ing this suit against the defendants, other thah the 
Commissioner of Patents, by the decree of i the 
United States District Court for the District of 
New Jersey. The complaint in that case, asserting 
the same cause of action (Exhibit A, p. 24 Tran¬ 
script), was dismissed by a court possessing juris¬ 
diction over suits brought under Sec. 4915 against 
adverse parties and no appeal was taken. The 
order dismissing the bill (Exhibit C, p. 39, Tran¬ 
script) was entered upon a motion to dismiss (Ex¬ 
hibit B, p. 36, Transcript) based upon the ground 
that the complaint stated no cause of action under 
Section 4915, and specifically, that no patent hiad 
been refused to the plaintiffs in a proceeding in 
which any of the defendants was an adverse parj;y. 
The decree of the District Court is a final order 
binding on the parties and by a competent forujm 
which could be attacked only by appeal. 

“A judgment merely voidable because 
upon an erroneous view of the law is not op^n 
to collateral attack, but can be corrected on}y 
by a direct review, and not by bringing another 
action upon the same cause.” I 

Baltimore S. S. Co. v. Phillips, 274 U. S. 

316, 325. ! 



This is true where a bill is dismissed on a de¬ 
murrer going to the merits; 

Winship v. Ricketts, 32 Fed. (2d) 476; 

and a dismissal, without more, is presumed to be on 
the merits; 

Woodward v. White Satin Mills Corp., 
42 Fed. (2d) 987, 990. 


It is respectfully submitted that the decree of the 
Supreme Court should be affirmed. 

i William L. Edmonston, 

National Press Building, Washing¬ 
ton, D. C. 

Cleon J. Sawyer, 

James J. Kennedy, 

220 Broadway, New York City, New 
York, Attorneys for Defendants 
John A. Roebling’s Sons Com¬ 
pany and Charles C. Sunderland, 
appearing specially and solely for 
the purposes of this motion. 

November 23, 1932. 
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In the Court of Appeals of the District of 

Columbia i 

I 

October Term, 1932 


No. 5748 


American Cable Company, Inc., and Arthur J. 

Briggs, appellants 

v • | 

John A. Roebljng’s Sons Company, Charles C. 
Sunderland, American Steel & Wire Company, 
Albert S. Rairden, American Brass Company, 
John C. Damon, and Thomas E. Robertson, Com¬ 
missioner of Patents, appellees j 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT 

OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


This is an appeal from a Decree dismissing ap¬ 
pellants’ Bill of Complaint upon a motion filed by 
defendant as appears from the Opinion and Decree 
(R. 41) rendered on the motion to dismiss (]jfc. 21). 

148150—32 (1) 
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STATEMENT OF THE CASE 

As appears from the Bill of Complaint, Briggs 
was involved in two interferences in the Patent 
Office as follows: 

Interference No. 58312, Briggs v. Sunder¬ 
land v. Radrden v. Damon . 

Interference No. 58313, Briggs v. Rairden 
v. Damon. 

Each of the two interferences was dissolved on 
motions under Rule 122. Briggs’ motion to add 
counts under Rule 109 was also denied by the Ex¬ 
aminer of Interferences except as to two counts 20 
and 24. Briggs appealed from the decision of the 
Examiner of Interferences to the Board of Ap¬ 
peals, which Board affirmed the decision of the 

_ i 

Examiner of Interferences. The decision of the 
Board of Appeals was rendered September 15, 

1931, as stated in paragraph XVIII of the Bill. 
(R. 31.) Based upon that decision as a refusal of 
the patent appellants filed a Bill on February 29, 

1932, alleging it to be under Section 4915, R. S. 
(R. 3.) 

ARGUMENT 

In regard to cases, pending in the Patent Office 
it has been repeatedly held that the courts have 
jurisdiction in the following cases only, viz: 

I. Ex parte cases where a patent has been 
refused by the Board of Appeals (Commis¬ 
sioner). • 

II. Inter partes cases where there has been 
an award of priority. 



Appellants’ suit and this appeal do not come 
within either of these two classes. 

I. There has been no final rejection of the 
claims by the primary examiner and no ap¬ 
peal to the Board of Appeals froili such a 
supposed final rejection of the primary ex¬ 
aminer. In such cases the suit is , brought 
against the Commissioner as a sole defend¬ 
ant. ! 

d II. There has been no award of priority in 
the interferences. Had there been Isuch an 

i * 

award of priority, the controversy 'vfould be 
between the parties to the interference and 
the Commissioner would not be a ]Wty to 
such a suit and furthermore the suit if 


brought at all would be brought by the losing 
party in the jurisdiction or residence of the 
winning party. 


The authorities support the above argument and 

none are known that justify either an equilty suit 

. • * 

or an appeal from an interlocutory decision in an 
interference. 

The Opinion rendered by Mr. Justice IjBailey, 
Supreme Court of the District of Columbia, in 
Deshell Laboratories v. Squibb & Son and Thomas 
E. Robertson, Commissioner of Patents, Equity No. 
49503 (407 Official Gazette, 3; 9 U. S. patent 
Quarterly), on a motion to dismiss, reads as follows: 

I think that the action of the Board of 
Appeals of the Patent Office in dissolving the 
interference and holding that the plaintiff 
can not make a certain claim was interlocu¬ 
tory only in that the plaintiff has n(^t yet 
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been refused the patent by the Commissioner 
of Patents within the meaning of Section 
4915, Revised Statutes. The bill will there¬ 
fore be dismissed without prejudice to 
filing a bill in equity in the event that he 
should finally be refused a patent by the 
Commissioner. 

The motion to dismiss was granted. 

In Sundback v. Blair and Perrault (C. C. P. A.), 
Patent Appeal 2599, 408 O. G. 290, 47 F. (2d) 378, 
18 C. C. P. A. 1016, Sundback appealed from a de¬ 
cision of the Board of Appeals adverse to him on a 
motion to dissolve. The court dismissed the appeal 
for lack of jurisdiction to entertain it. 

Other decisions in which like rulings have been 
made are: 

Lowry v. Allen, 203 U. S. 476. 

Headley and Thompson v. Bridges, 48 F. 
(2d) 938,410 O. G. 544,18 C. C. P. A. 1331. 

Fessenden v. General Electric, 6 U. S. 
Quarterly, 1, Northern District of New York. 

In Fessenden v. General Electric, supra (U. S. 
Daily, July 2, 1930), plaintiff Fessenden was in¬ 
volved in an interference which was dissolved on 
the ground that Fessenden could not make the 
counts of the interference. This was an interlocu¬ 
tory ruling and neither an award of priority nor 
a denial of a patent. Nevertheless Fessenden filed 
suit under Section 4915, R. S., in the District Court, 
N. D. N. Y. On Motion of defendant the suit was 
dismissed. The Court said: 
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As there was no decision of priority of 
invention in the case at bar, the situation is 
the same as if there had been no interference 
proceeding. j 

It is clear from this quotation that wher^ there is 
no interference the case should go back to the pri¬ 
mary examiner for further prosecution, j Appel¬ 
lant in his brief quotes from this decision ^nd con¬ 
strues an obiter statement as making no distinction 
between inter partes and ex parte prosecutions. 

The Court of Appeals of the District of Columbia 
dismissed for lack of jurisdiction appeals ijn inter¬ 
locutory motions under Rules 122 and 10^ in the 
following cases: j 

In re Fullagar, 32 App. D. C. 222; 138 O. 
G. 259. | 

Gosper v. Gold & Gold, 34 App. D. C. 194; 
1510. G. 194. 

Carlin v. Goldberg, 45 App. D. C. 540 ; 236 
O. G. 1222. 

The purpose of an interference is to determine 
the question of priority of invention. From an 
award of priority the defeated party has the option 
of either appealing to the United States Cdurt of 
Customs and Patent Appeals or file a bill in equity 
under Section 4915, R. S., in a proper federal^ court. 

Plaintiffs, however, have no adverse decision on 
priority against them to enable them to exercise 
that option. They are seeking to have reviewed by 
this Court the decision of the Board of Appeals on 
an interlocutory matter which under the statutes 
and the authorities herein cited is not reviejwable 
by this Court. 


6 


Section 4915, R. S., can not be so loosely con¬ 
strued as to regard every adverse decision by any 
tribunal of the Patent Office as a refusal of a 
patent. The examiner’s first action on an applica¬ 
tion rejecting claims might be regarded as a refusal 
of a patent but it is not a statutory refusal of a 
patent under Section 4915, R. S., which section con¬ 
templates that all of the statutory proceedings lead¬ 
ing to the refusal of a patent have been taken. 

As appears in Headley & Thompson v. Bridges 
{ante) and the numerous authorities cited therein, 
appeals on motions under Rules 122 and 109 are not 
provided by the statutes but are instituted under 
the rules of the Patent Office to determine whether 
an interference exists and if so what the interfer¬ 
ing counts shall be. An adverse decision on such a 
motion is not a refusal of a patent under Section 
4915, R. S. Further, it is fundamental that a suit 
in equity does not lie until a plaintiff has exhausted 
his remedies in the Patent Office. 

If and when a patent is refused plaintiffs on 
their application, it is refused by the Commissioner 
solely and not by the other defendants. In this 
case these other defendants therefore are not 
proper parties to an ex parte suit. If this suit is 

A * 

construed as an inter partes case (interference) it 

is a contest between the respective parties, and the 

; • 

Commissioner is not a proper party either as plain¬ 
tiff or defendant. He is the judicial officer who is 
to decide priority through certain subordinate 
tribunals in the Patent Office. The statutes make 
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no provisions for such a jumbled proceeding as 
is here presented to this Court. I 

The interference decides only priority of inven¬ 
tion and questions ancillary thereto. Whether the 
winning and (or) the losing parties shall have 
patents as a result of that interference is deter¬ 
mined in the first instance by the primary exam¬ 
iner. Public use or other statutory bars may have 
arisen which must be decided by the primary 
examiner. The primary examiner is in jno way 
precluded from taking action in a contestant’s 
application after the final determination) of the 
interference should any ground of rejectioh come 
to his attention. Appeal then lies ex party from 
the action of the primary examiner. I 

I i 

Appellants in paragraph III, page 4, of their 

brief, discuss appeals and suits under Sectioh 4915, 

_ % ‘ 1 * • 

R. S., as they existed long ago. It is not seen that 
these early statutes throw any light on the plresent 
or amended statutes. It is clear, however, that Sec- 
tion 4915, R. S., always made a clear distinction 
between ex parte cases and inter partes cases'^ 

In no sense can it be said that the appellants 
have been refused a patent by the Commissioner. 
That question is premature. Under the statutes 
and rules the requirement is that appellants prose¬ 
cute the interference to a finality and then thfe tri¬ 
bunals of the Patent Office will consider all of the 
claims in the case including those that were not in 
the interference if any and will advise appellants 
whether or not they are entitled to a patent. If kuch 
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decision is adverse they then have the right to pro¬ 
ceed under Section 4915, R. S., but not now. 

On page 13 of appellants’ brief it is contended 
that further proceedings before the primary exam¬ 
iner is an.idle proceeding. That contention can not 
be sustain^. : . - - . 

When an interference is declared under Section 
' V 4904, R. S., the primary-examiner loses jurisdiction 
*of-fhe case until the examiner of interferences has 
determined the question of priority. When the 
case is returned to the primary examiner various 
actions may be necessary to carry into effect the in¬ 
terference decision particularly in the application 
of the losing party. In making that contention 
counsel for appellants here probably lose sight of 
the fact that further actions before the primary 
examiner may be necessary in their application 
after the interference is terminated. 

CONCLUSION 

It is submitted that the Statutes and Rules fully 
support the uniform practice holding that a bill 
in equity under Section 4915, R. S., does not lie 
from interlocutory decisions, such as motions to 
dissolve (Rule 122) and motions to add counts 
(Rule 109). 

It is further submitted that the decision of the 
Court below dismissing the Bill is correct and 
should be affirmed. 

T. A. Hostetler, 
Solicitor for the Patent Office . 

November 14,1932. 
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